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DEFENDING A PATENT INFRINGEMENT CASE:  GUIDING YOUR COMPANY 

THROUGH UNFAMILIAR TERRITORY

SADDLE UP, YOU’VE JUST BEEN SUED

I. Before You Reach the Starting Gate

A. Take the Reins and Guide the Horse

1. The Early Line

Welcome to the races!  You’ve just received a complaint accusing your company of 
infringing a patent, which means your job just got somewhat harder.  If your company has no 
experience dealing with patent infringement litigation, it just got a lot harder.  But, never fear, 
the path before you has been taken many times before, and there’s no reason why you can’t make 
it a successful, or at least tolerable, experience for your company.  

At the outset, make sure that you are ready to get out of the gate fast so you won’t be 
stuck at the rear of the pack.  It’s extremely important to make an early assessment in response to 
a patent claim.  In-house counsel has the unique opportunity to conduct an early high-level 
assessment at little to no cost (other than their time), which can save the company legal fees and 
risk if the early assessment can help direct the defense team where to focus and prioritize.  Even 
if the matter is not resolved amicably by avoiding litigation, the initial investigation will be 
useful throughout the remainder of the case.  There are multiple ways in which in-house counsel 
can assist in an early assessment, including determining potential exposure, evaluating potential 
“easy” defenses, prioritizing spend and focus areas, evaluating potentially implicated business 
relationships, and evaluating counterclaim possibilities.

First, take the time to examine the patent and the plaintiff for yourself.  Check the date 
the patent was filed and the date it was issued and consider ordering the patent’s “file history”1

from the U.S. Patent and Trademark Office.  Find out what you can about the plaintiff(s).  Are 

  

1 A patent’s “file history” is a collection of all papers exchanged between the patent applicant and the patent 
examiner while the patent application was being prosecuted at the U.S. Patent and Trademark Office.  In the file 
history, you will be able to read about relevant prior art, the examiner’s reasons why the claims might not have 
patentable, any narrowing amendments made by the patent applicant, and possibly the reasons why the examiner 
allowed the claims to issue.  The file history will affect how broadly the patent claims are interpreted during 
litigation.

2

they a competitor or a “patent troll”?2 How many times have they sued other defendants based 
on the same patent?  If there is already ongoing or completed litigation involving the same patent 
and the same general technology, you can bet that your case will involve a lot of the same issues, 
complications, and expenses.  You can determine whether the plaintiff tends to settle cases early 
or not.  You also might be able to save effort and cost by reviewing whatever you can from the 
docket of the other cases.  For example, you could find out what prior art has already been tested 
and which non-infringement arguments have already been presented.  You can save money by 
making sure you do not duplicate the efforts of defense counsel who have already gone before 
you.  

Also, you should do a corporate wide review of all business or potential business you 
may have with the plaintiff(s).  In large companies, don’t be surprised if you are doing business 
with the plaintiff(s) either as a buyer or a seller (assuming the plaintiff is not a patent troll).  You 
will need to contact the appropriate departments to find this information.

IN THE PLAINTIFF’S SADDLE – SANDISK AND 
DECLARATORY JUDGMENT ACTIONS: Sometimes the best 
defense is a good offense.  In the event that you have not yet 
actually been sued but you have received a claim accusing your 
company of patent infringement, you should consider filing a 
declaratory judgment action.  The Federal Circuit’s recent Sandisk
opinion overturned its precedent and held that an accused infringer 
no longer has to fear imminent litigation to initiate a declaratory 
judgment action against the patentee.3 Thus, you no longer have to 
wait until the claimant has demonstrated a clear intent to institute 
an infringement action to show that there is a case or controversy 
for declaratory judgment purposes.  Instead, a case or controversy 
exists “where a patentee asserts rights under a patent based on 
certain identified ongoing or planned activity of another party, and
where that party contends that it has the right to engage in the 
accused activity without license.”4  SanDisk also suggested that a 
patentee could avoid this risk by requiring a confidentiality 
agreement,5 but there is no requirement that you agree to enter into 
it.  By acting first and filing the declaratory judgment action, you 
can of course take advantage of choosing the venue for the action.  

  

2 “Patent troll” is a derogatory term used to describe entities that enforce their patent rights in an opportunistic and 
aggressive manner.  Patent trolls typically do not manufacture any products and, instead, obtain license fees from 
accused infringers as their only means of income.  

3 SanDisk v. STMicroelectronics Inc., 480 F.3d 1372 (Fed. Cir. 2007).

4 Id. at 1381.

5 Id. at 1375 n. 1.
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2. What are the Stakes?

You should also determine your potential exposure in the event that the case proceeds 
and a jury awards damages against your company.  Doing this first helps you determine where to 
focus your defenses, whether you should try to settle or fight, and what you report to 
management.  

First, consider the potential royalty base.  Find out what products are accused and get the 
sales totals for such products.  Then, find out the exposure period.  When did the patent issue?  
Did the plaintiff comply with its marking requirements?6 This can be huge.  Often, you can 
answer this question yourself by asking your engineers to identify the products of the plaintiff 
that probably embody the patented technology, and then check their products.  This method isn’t 
foolproof, but it gives you a good idea.  If the plaintiff didn’t comply with marking requirements, 
then you may have just eliminated six years of potential damages.  In addition, if the patent has 
more years left before it expires, ask your engineers how long they plan on producing the 
accused products and/or utilizing the accused technology.  Also, keep in mind that when you 
refer to “utilizing the technology,” you mean anything close to the asserted patent claims, 
without taking into consideration claim construction arguments, non-infringement positions, or 
invalidity positions that might be taken.  You may find out that your company will not be selling 
that technology much more in the future or that you plan on significantly redesigning it due to 
market influences alone.

Also, check and see if the patent has any foreign counterparts.  Then see where you 
manufacture and sell the accused technology.  It’s quite possible that you’ll find you can reduce 
your potential exposure when you learn some of the products are sold and manufactured 
overseas.  There are more detailed legal issues that can come into play here, but knowing this 
information will still give you a better view of what your exposure is.  

In addition, some companies do business with the U.S. government.  If this is the case, 
check to see if any of the accused products are sold to the U.S. government either as a direct sale 
or as a subcontractor to a prime contractor who sells to the U.S. government.  If so, it is likely 
that such products are sold under “Authorization and Consent,” which means the contractor has 
the authorization to use any patents.  If the plaintiff wishes to sue one of these authorized 
contractors for damages, they must actually sue the U.S. government.  This doesn’t happen very 
often.

Finally, keep in mind that your potential exposure may not be solely limited to the case at 
hand, or the accused technology.  Your business relationships with manufacturers, vendors, 
partners, distributors, shareholders, and other entities may be implicated.  

  

6 35 U.S.C. §287(a) states that if a patentee fails to mark its patented articles with the relevant patent number, then it 
cannot recover any damages for infringement until that date on which the infringer was given actual notice of its 
infringement.  Exceptions to this requirement apply if (a) the plaintiff never produced a patented article, or (b) the 
patent contains only method claims.  

4

Now – some good news!  After the Supreme Court’s decision in eBay v. MercExchange, 
L.L.C., 126 S.Ct. 1837 (2006) [see Appendix A], it is considerably less likely that a permanent 
injunction will issue in a patent infringement case where the plaintiff does not actually practice 
the technology claimed in the patents.  The possibility of being hit with a permanent injunction 
after a finding of patent infringement is daunting for most companies – even more so than the 
specter of a damages award.  Prior to eBay, permanent injunctions were often issued as a matter 
of course after a finding of patent infringement.  The Supreme Court’s eBay decision recognized 
the reality that some parties asserting patent infringement do not suffer irreparable harm in the 
event that those patents are infringed.  This is particularly true when the plaintiff is a “patent 
troll” or any entity that merely licenses its patents rather than exploits them.  In other words, 
continued infringement of the patents doesn’t cause the plaintiff to lose market share, so it is 
harder to presume that there will be ongoing, unquantifiable harm.  While this is bad news for 
these types of plaintiffs, it is great news for you and your company when you face an 
infringement suit brought by them.  The Supreme Court’s eBay decision also made it more 
difficult for a plaintiff to obtain a permanent injunction when the infringing item is just one 
component in a larger product.  Now that the trend is moving away from automatic permanent 
injunctions, you can assess your company’s potential exposure in many infringement cases 
without considering this harsh penalty to be an inevitability. Of course, if you are in the posture 
of a plaintiff asserting a claim against a competitor for infringement of a patent you practice, 
then the eBay decision does not eliminate your ability to obtain an injunction.

3. Insurance and Indemnification

Do you have business liability insurance that covers patent infringement claims?  Many 
modern business insurance policies incorporate coverage for intellectual property exposure.  
Some cover the costs of defense alone, some indemnify in the event damages are awarded, and 
some even provide funds to support pursuing infringement claims against other companies.  
Those policies that reimburse for defense costs typically also cover the costs of pursuing 
counterclaims and instituting reexamination proceedings against the asserted patent. Keep in 
mind that while most policies do not cover patent claims, they do cover tort related claims that 
are sometimes joined with the patent claims, such as deceptive trade practices or unfair 
competition.  Thus, you may actually have coverage because of the secondary claims made 
against you.

Are the accused infringing products manufactured by your company or are they provided 
by an outside vendor?  If a third party is involved in the manufacture of the goods, do you have 
an indemnification agreement with that party?  Consider writing to your suppliers and asking for 
indemnification.  Also, for future reference, you may want to make sure that your 
indemnification agreements have the right language to protect you in case of later disputes.

4. Studying the Track Ahead

Evaluate any potential “easy” defenses and strategies you might have.  For instance, is 
your company already a licensee of the asserted patent?  This analysis can be more complex than 
it may seem as it is common these days for patents to be resold and for the licensed entities to 
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pass through multiple corporate owners.  Did your company produce any products or designs 
that were available before the patent’s priority date and could be prior art?  If the plaintiff is a 
competitor of yours and you have been in the business for awhile, it’s quite possible that you are 
one of the best sources for prior art in the world.  Do you have any patent applications, patents, 
or publications that could be prior art?  In addition, if you are now using the same design of the 
accused technology that you used before the patent’s priority date, you have a clear non-
infringement position.  

Furthermore, if you know that the plaintiff was aware that you were using the accused 
technology for a long time, you might be able to claim laches, or an unreasonable delay in 
bringing suit, which renders the patent unenforceable.  If you have been in contact with the 
plaintiff before and it gave you the indication that your use of the accused technology was 
acceptable, you might be able to argue acquiescence or consent, which also renders the patent 
unenforceable.  Are there any antitrust implications, or is the plaintiff unfairly using its patents to 
restrain trade?  

Another tactical strategy is to consider going on the offensive.  If the plaintiff is a 
competitor of yours, can you counterclaim for infringement of one of your patents?  Sometimes 
turning the situation around to put the patentee on the defensive is an effective maneuver. 

You will also need to start assembling the right team of people and key contacts within 
your company to assist you.  First, you need to get management to direct personnel to help you in 
the investigation.  This is an obvious point, but one that needs to be stated because you are going 
to be asking people to spend a lot of time helping you and forcing them to put aside their “day 
jobs” for awhile.  The people you need on your team include, first, a finance person to help you 
determine the sales information pertaining to the accused technology.  You also need a supply 
chain person to help you with business relationships and terms and conditions.  Lastly, and 
probably most importantly, you need one or two key engineers who can study the patent and 
work with you to identify non-infringement arguments and sources of prior art.  If you can find 
the right engineer to help you, he essentially comes at no cost and probably knows the industry 
and the products better than any expert you might retain.

As you progress down the track, you should also continually reassess potential exposure 
and the status of the potential defenses.  As the case goes on, things will change.  These ongoing 
assessments should probably include regular (e.g., weekly or biweekly or monthly) status calls 
with management.

B. Understanding The Track Conditions

1. Where the *&%$ is Marshall, Texas??

Marshall, Texas (Population 23,900) is located on Interstate Highway 20 approximately 
39 miles west of Shreveport, Louisiana and directly within one of the busiest patent infringement 
venues in the country – the Eastern District of Texas.  In June of 2007, 48 patent infringement 
cases were filed in the Eastern District of Texas, more than double the number filed in any other 

6

single jurisdiction.7 Why is this?  For one thing, the Eastern District of Texas has adopted a set 
of Patent Rules which provide for special, streamlined procedures for patent infringement cases.  
The Patent Rules of the Eastern District of Texas provide for an extremely fast pace with 
inflexible deadlines and harsh penalties for those who engage in tactics of delay and obfuscation.  
In addition, the judges of this district are well schooled in patent law and won’t shy away from 
hearing a case to its conclusion, regularly denying motions for summary judgment.  Perhaps 
most tellingly, nationwide plaintiffs are victorious in 59% of cases that proceed to a verdict.  In 
the Eastern District of Texas, that percentage increases to 78%.8  

Recognizing that the odds would seem to be against your company before you even set 
foot in the Eastern District of Texas is helpful.  Also, because the courts in the Eastern District of 
Texas are all located in relatively small communities (other than Marshall, Texas, the Eastern 
District of Texas has courts in Beaumont, Lufkin, Tyler, Texarkana, and Sherman, TX, with a 
new division set to open in Plano, TX later this year), the circle of patent attorneys, litigators, 
experts, and judges, are well known to each other.  Don’t be surprised if the plaintiff’s damages 
expert is also the personal accountant for members of the jury panel.  

If you find yourself sued in the Western District of Wisconsin, the setting will be 
different, yet remarkably the same.  Madison, Wisconsin is a considerably bigger city than 
Marshall, having a population of about 225,000.  Madison is 77 miles west of Milwaukee, 122 
miles northwest of Chicago, and, like Marshall, Madison is also located in the center of the 
patent litigation universe.  The presence of the University of Wisconsin-Madison and Madison’s 
expanding biotech and startup community are big factors in contributing to this atmosphere.  The 
Western District of Wisconsin has only two sitting district judges and one magistrate judge, but 
together they ensure that patent infringement suits go to trial within about a year.  They are a no 
nonsense kind of district, known to schedule trial conferences at 6:30 A.M. and postpone lunch 
breaks until 2:30 P.M.  Discovery deadlines are non-negotiable and, like the Eastern District of 
Texas, plaintiffs prevail at a rate much higher than that nationwide.  So if you find yourself in 
Madison before either Judge John Shabaz or Judge Barbara Crabb, be ready to get down to 
business quickly.  

Other popular patent venues can be found in the Eastern District of Virginia, the Northern 
District of Illinois, and districts within California and New York.  In general, the qualities that all 
of these districts share are their willingness to hear patent cases, their adoption of specialized 
patent rules, their lack (in some instances) of a large criminal docket, and their ability to wrap up 
an entire patent infringement case at a faster pace.  

Some favored patent infringement venues have recently fallen out of favor with a number 
of academics and legal professionals who see them as a haven for “patent trolls” that are 
contributing to the destabilization of the entire patent system.  Supreme Court Justice Scalia 

  

7 Transcript of U.S. House Judiciary Committee’s Debate on Patent Reform Act of 2007 (July 18, 2007).  

8 Id.
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recently referred to the Eastern District of Texas as a “renegade jurisdiction” during oral 
arguments in MercExchange, L.L.C. v. eBay, Inc., NO. 05-130, March 29, 2006, in discussions 
of whether or not an injunction should presumptively issue upon a finding of willful 
infringement:

COUNSEL FOR EBAY:  We're in a world where if a patent 
holder files a lawsuit in Marshall, Texas, no patent has ever been 
declared invalid in that jurisdiction, and no patent has ever been 
found not to infringe. And then you take that finding automatically 
and you turn it into an injunction. Any person who has been 
threatened under those circumstances and told that we're going to 
face a lawsuit in Marshall, Texas is going to have a very different 
negotiating posture than in a situation where –

JUSTICE SCALIA: You know, I mean, that's -- that's a problem 
with Marshall, Texas, not with the patent law. I mean, maybe --
maybe we should remedy that problem.

MR. PHILLIPS: Well, I hope you –

JUSTICE SCALIA: But I don't think we should write -- write our 
patent law because we have some renegade jurisdictions.

The result is that U.S. Congress is now considering significant patent law reforms, 
including changes that would limit the jurisdictions in which a patent infringement suit could be 
brought.  These proposed changes would effectively prohibit patent plaintiffs from “forum 
shopping” in order to bring suit in a favorable, pro-plaintiff jurisdiction.  The proposed patent 
law reforms are discussed in greater detail below.  In particular, the proposed changes would 
make it much more difficult for a plaintiff to sue your company for patent infringement in a 
distant jurisdiction having little contact to your operations.  In the meantime, however, get used 
to the idea of defending your company’s technology in a small town you’ve never heard of 
before.

OFF THE BEATEN PATH – THE ITC:  IP disputes involving 
imported goods can be brought before the International Trade 
Commission (“ITC”).  This is a complex and challenging venue in 
which to pursue a case against an infringer, but the results can 
effectively exclude the infringer from importing its infringing 
goods into the U.S.  Patent infringement disputes brought before 
the ITC involve Section 337 of the Tariff Act.  Deadlines are short, 
with two week trials expected within 180 days of the start of the 
case, and the ITC generally makes its determination within one 
year to 18 months.  A detailed response to the initial complaint is 

8

due within 20 days,9 and a party can also move for summary 
judgment 20 days after the complaint is served.10  The ITC does 
not have the power to award damages, only injunctions in the form 
of an exclusion order, but this can be a very effective tactic against 
a foreign manufacturer.  If you find yourself defending patent 
infringement claims in the ITC, make sure you work with attorneys 
who have been there before.  The level of detail and timeliness 
required is unlike that required in the U.S. District Courts.

2. What are the Local Rules?

How will the local rules in a specialty patent venue such as the Eastern District of Texas 
affect your strategy?  First of all, expect to both receive and provide a great deal of information 
very quickly.  An initial Case Management Conference (“CMC”) will likely take place within 4
months after the case is filed.  No later than 10 days after the CMC, the plaintiff’s Infringement 
Contentions are due.11  Forty-five (45) days later, the defendant’s Invalidity Contentions are 
due.12  The local rules require that these contentions contain a significant amount of detail, 
including claim charts.13 Although these contentions are still commonly referred to as 
“Preliminary,” this is misleading.  The contentions are final and can be changed only in limited 
circumstances.  Some amendments can be made without leave of court as a result of later claim 
construction rulings, but other amendment and supplementation requires a showing of good 
cause.14  

These early deadlines mean that (1) your expenses will go up fast, forcing you to make a 
decision about settlement earlier than you are used to, and (2) the plaintiff’s minimum settlement 
demands will go up swiftly after the CMC, based on the amount of work they have to put into 
their Infringement Contentions.  In order to put together a set of Invalidity Contentions that will 
stand up throughout trial, subject to limited amendment, you will need to put a great deal of 
effort into prior art searches, analysis, and claim chart drafting within the first 4-5 months.  

In addition, many specialty patent venues, including the Eastern District of Texas and the 
Western District of Wisconsin, have a “no excuses” policy when it comes to complying with 

  

9 19 C.F.R. §210.13(a).

10 19 C.F.R. §210.18(a).

11 Eastern District of Texas Local Patent Rule (“P.R.”) 3-1.

12 P.R. 3-3.

13 P.R. 3-1, 3-2, 3-3, and 3-4.

14 P.R. 3-6.
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disclosure requests.  Parties must disclose all information that supports, deserves consideration, 
is likely to influence, or is reasonably necessary to prepare, evaluate, or try a claim or defense.15  

The Local Rules in the Eastern District of Texas also place restrictive page limits on 
summary judgment motions and claim construction briefing.  The total page number of all 
summary judgment motions cannot exceed sixty (60) pages, excluding attachments.16  
Furthermore, a party’s responses to those summary judgment motions cannot exceed sixty (60) 
pages total.17 Reply and sur-reply briefs cannot exceed 20 pages total.18  Thus, in addition to 
working quickly, you must also be focused, succinct, and to the point in both deciding which 
defenses are worthy of a summary judgment motion and in drafting the motion itself.  Claim 
construction briefs cannot exceed thirty (30) pages, excluding attachments.19  However, the 
courts in the Eastern District of Texas are generally more lenient with regard to this page limit.

The adoption of specialized local patent rules is not universal.  For example, the Western 
District of Wisconsin has not adopted local patent rules, but the Western District of Pennsylvania 
has.  The local patent rules in the Western District of Pennsylvania also call for an early 
disclosure of Asserted Claims and Infringement Contentions, within thirty (30) days of the Initial 
Scheduling Conference.20 Non-Infringement and Invalidity Contentions are due within fifteen 
(15) days after receipt of the Asserted Claims and Infringement Contentions.21 Both require a 
great deal of detail, along with claim charts.22 Amendments to these contentions are permissible 
so long as they are made in a timely fashion, in good faith, and without purpose of delay, such as 
in response to a claim construction ruling.23  

In general, the use of specialized patent rules is helpful to your cause because it facilitates 
the orderly exchange of patent-specific information in a timely manner.  You should remember 
that, if you happen to become involved in a patent infringement suit in a venue that does not 
have local patent rules, the parties can often stipulate to the use of another court’s set of local 
rules.

  

15 Eastern District of Texas Local Rule (“L.R.”) CV-26.

16 L.R. CV-56.

17 L.R. CV-56.

18 L.R. CV-56.

19 L.R. CV-56 and P.R. 4-5(e).

20 Western District of Pennsylvania Local Patent Rule (“L.P.R.”) 3.2.  

21 L.P.R. 3.4.

22 L.P.R. 3.2 and 3.4.

23 L.P.R. 3.7.

10

C. Hire the Proper Jockey (Outside Counsel)

Despite your willingness and ability to handle the preliminary aspects of a patent 
infringement suit, hiring outside counsel is often a necessity.  You may have no interest, time, or 
resources to handle the initial analyses of the claim and the preparation for a possible trial.  You 
might also prefer to hire an experienced litigator with knowledge of patent law who can 
represent you throughout the trial itself.  Hiring outside counsel early also means that, in the 
event that settlement negotiations break down, your trial team will be acquainted with all of the 
issues from a very early stage.  

Hiring outside counsel for a patent infringement case is not significantly different from 
hiring outside counsel for any other case.  However, familiarity with patent infringement 
litigation, and preferably with the ins and outs of litigating a case in patent litigation havens,
should be a primary consideration.  In some cases, the patent being asserted against you has 
already been asserted against other defendants.  The law firms representing those defendants may 
already have a solid amount of knowledge about both the patent and the relevant technology.  
Their previous clients may also have an opinion as to how effective the attorneys have been.  

Keep in mind the logistics of the case.  How far away is the outside law firm from the 
venue and from your corporate office?  Your outside attorneys will need to travel to both on a 
fairly regular basis, particularly as the trial advances.  Does your outside counsel have a good 
relationship with local counsel, or can they serve as local counsel themselves?  As already 
mentioned, small towns that have recently become hubs of patent litigation activity will typically 
have a small, close knit community.  Certain local attorneys will be well known, and well liked, 
by the local judges.  They may also have appeared in certain courtrooms so much that they 
understand every last detail about a judge’s preferences and dislikes.  If your outside counsel are
familiar with the venue, they will likely recommend a local law firm that they have a good 
relationship with as local counsel.   

An outside law firm with which you have a good prior relationship is always a good 
option, particularly if its has prior patent litigation experience.  You already understand each 
others’ payment and billing methods, and you won’t have to worry about clearing potential 
conflict issues.  In addition, if the law firm has been working with you for some time, its 
attorneys may already be somewhat familiar with your technology and may already have access 
to a lot of relevant documents.  It’s also important to connect with a firm that you know shares 
your philosophies with regard to strategy, staffing, and expenses, not to mention one whose 
attorneys are easy for you to work with.  Patent infringement litigation is a long, complex, and 
expensive undertaking, and the last thing you want is to be stuck in it with a group of attorneys 
you simply don’t see eye to eye with.  

D. How Much Are You Willing to Wager?

Litigating a patent infringement case all the way through a jury verdict can easily cost up 
to $5 million in fees and expenses.  Before you hire outside counsel you should preferably 
already have prioritized your spend and focus areas.  It is acceptable, and even expected, to 

ACC's 2007 ANNUAL MEETING Enjoying the Ride on the Track to Success

9 of 129



11

request an itemized budget from your outside counsel trial team early in the case.  The 
breakdown can be according to time, such as the first 6 months of litigation, and also according 
to major milestones, such as the projected cost for preparing discovery requests, taking and 
defending depositions, and claim construction briefing.  Breaking down the budget by objective 
will help you identify and prioritize those steps that involve the biggest expenses.  Knowing how 
much you expect to spend during the early months of the case will help you in your settlement 
negotiations as well.  You should also discuss staffing to ensure that you have enough people on 
the case, but not too many, and the ones with the right background for the case.

Unfortunately, if you are on the fence about settlement, it isn’t really feasible in a fast-
moving patent case to let the case drift along slowly while you consider your options.  Your 
Invalidity Contentions are due within a few months of the beginning of the case, which means 
you will need to consider commissioning prior art searches as soon as possible.  

Although it probably doesn’t require further emphasis at this point, patent litigation is 
remarkably expensive.  Reported multi-million dollar budgets are staggering, particularly in view 
of the fact that very few cases actually make it to trial.  So why is this the case?  First of all, the 
discovery process is generally very time-consuming.  The issues being tried in the case will not 
only involve the activities of the alleged infringer, but also the conception and prosecution of the 
patented invention, which requires tracking down the inventor’s activities, as well as the 
conception and development of any potential prior art, which could originate from any source in 
any country.  As Judge Leonard Davis of the Eastern District of Texas stated in Network-1 

Security Solutions, Inc. v. D-Link Corporation:

Patent litigation is quite different from personal-injury or products-
liability cases…Witnesses in patent cases are typically more 
dispersed.  There are the inventors who created the patented 
invention and the attorneys who prosecuted the patent application, 
who may or may not have ties to the plaintiff. The inventors and 
designers of the defendant’s accused products are also important.  
Of immense importance, and usually unknown at the beginning of 
the case, are witnesses with personal knowledge of relevant prior 
art.  Such witnesses are usually not affiliated with either party and 
have the possible power of proving the plaintiff’s patent invalid.  
There are witnesses relating to sale and distribution of the accused 
products, which are relevant to damages…Documents, prototypes, 
and witnesses are typically located throughout the country and the 
world in patent cases.

Network-1 Security Solutions, Inc. v. D-Link Corporation, 433 
F.Supp.2d 795, 802-803 (E.D. Tex. 2006).

In addition, because the technology is likely to be complicated and unfamiliar, special 
steps will need to be taken to explain it to both the judge and jury.  Expert witnesses are a 
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necessity.  Furthermore, you will probably want to create special demonstrative evidence, such 
as computer animations and interactive models, that will assist in explaining the technology.  

Although, as Judge Davis remarked above, patent infringement litigation is very different 
from personal-injury cases, that doesn’t mean it is any less inflammatory or any less likely to 
raise significant feelings of personal affront amongst defendants, including the management of 
your company.  For one thing, patents can be innocently infringed.  So even if your company 
was entirely unaware of the patent it is allegedly infringing, it could still be held liable for
infringement.  In addition, with the advent of the patent troll, many infringement suits brought 
these days are little more than a thinly veiled shakedown.  Knowing that you are confronted with 
astronomical litigation expenses, plaintiffs can bring suit based on only arguably valid and 
remarkably broad patent claims.  Although such an idea is personally abhorrent to many 
businesspeople, and a number of U.S. legislators, such is the state of the current patent system.  
Having a litigation budget printed out in black and white may assist in bringing the decision-
makers back to reality and making the matter a business decision again.  

II. And They’re Off!!

A. Who’s On Your Side?

Plaintiffs in patent infringement suits, particularly small companies and patent trolls, 
rarely sue only a single defendant.  This can be a cost-saving strategy for the plaintiffs, as it 
permits them to recycle a great deal of documentation in the early stages of the cases.  Most 
importantly, though, it sets the plaintiffs up for “divide and conquer” tactics against the 
defendants.  By targeting the larger, more profitable defendants for settlement first, and even by 
offering special, reduced settlement figures, the plaintiffs are then able to put additional pressure 
on the remaining defendants to settle as well.  

In multiple defendant patent infringement suits, joint defense agreements have become 
increasingly more common.  One of the primary benefits is cost sharing.  The costs and results of 
the same prior art search, which is clearly relevant to all defendants, can be shared equally 
amongst a group of defendants.  The same is true for the expenses of pursuing any common 
objective, such as researching and briefing other invalidity arguments, unenforceability through 
inequitable conduct, and laches.  These agreements also allow for the cooperation of multiple 
attorneys, any of whom might be able to provide a new insight, lead, or argument that might not 
have been considered otherwise.  

However, there are numerous pitfalls to be aware of when entering into a joint defense 
agreement.  First, the group members need to agree on how costs will be handled.  If one legal 
activity is considered to benefit one group member more than the others, does that group member 
owe more?  Also, what if one group member settles before the others? If one member agrees to 
share in the costs of a prior art search, then settles before the results are obtained, is that member 
still required to chip in?  Second, inevitably, there will be issues that come up in which the 
interests of one member will conflict with the interests of another member.  One problem area is 
in claim construction.  Each member will want the claims to be construed in a manner that 
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prevents their accused technology from infringing.  These proposed constructions may not be 
compatible with each other.  The defense agreement can be structured so that each member 
submits its own briefing with regard to claim construction and other matters, eliminating the 
need for there to be a consensus, but maintaining a joint defense between parties asserting 
mutually exclusive positions may be somewhat tricky.

Perhaps most importantly, it must be recognized that defendants in the same patent 
infringement suit, and thus in the same joint defense group, are likely to be direct competitors.  
This makes the situation very delicate when it comes to sharing information. Group members 
may be unwilling to share information about settlement offers they have received, as well as how 
those settlement offers relate to their profits and past settlement practices.  They may also have a 
history of litigation or general disagreement amongst themselves, which adds a level of 
complication to all aspects of the group defense, particularly the reasonable resolution of any 
cost sharing disputes.

Although joint defense agreements are commonly entered into and are a very cost-
effective way to manage the early stages of litigation, you should remember that ultimately your 
loyalty belongs only to your company.  And you should also remember that, unless the joint 
defense agreement somehow prevents it, the other members of the group likely won’t hesitate to 
take advantage of an opportunity to help their company at the expense of the group.  For 
example, unless there is a provision in the agreement that requires all group members to share all 
prior art, there is nothing to stop one group member from locating a particularly relevant piece of 
prior art and taking it directly to the plaintiff to pursue a more favorable settlement.  In addition, 
group defense agreements are particularly susceptible to “divide and conquer” methods on the 
part of the plaintiff.  If one group member settles, the costs of the group defense go up 
proportionately for each remaining member.  The bottom line is to utilize the group defense 
strategy for its cost-saving benefits but always keep an eye on your individual goals.  

B. Rein In Your Documents

Another important issue to consider at the outset of patent infringement litigation is 
document preservation.  You will definitely want to make sure that your employees are notified 
to preserve any of the types of documents that you might have to produce during discovery.  If 
you don’t have a document retention policy in place already, this step becomes even more 
important.  In addition, if you do have a records retention policy in place, once you become 
aware of the pending patent infringement litigation, you will likely need to contact your records 
management team to inform them to modify the current policy.  Remember that records retention 
policies typically allow you to destroy some documents legally, so long as your policy is 
consistent and reasonable, if there is no threat of litigation pending.  With the pending suit, all 
bets are off and there should be no more destruction of relevant documents even pursuant to your 
policy.  

One way to handle the issue of document preservation at your company is to circulate a 
“litigation hold” memo [see Appendix B]. A “litigation hold” refers to the suspension of your 
company’s document retention and destruction practices for any documents that may be relevant 
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to a lawsuit.  The “litigation hold” memo may be directed from outside counsel to in-house 
counsel, from in-house counsel to all employees, from managers to employees, and/or from 
attorneys to IT personnel, to outline which information might be relevant to the litigation and the 
preferred methods for preservation.  The format of the memo will differ depending on the 
intended audience, but it should preferably include information about the pending litigation, 
information on why document preservation is important, and a list of those types of documents 
that should be retained.  

In addition, you should always keep in mind the recent changes regarding electronic 
discovery.  Amendments to the Federal Rules of Civil Procedure now require you to address 
your electronically-stored information (“ESI”) very early in the case.  This will require you to be 
in touch with your company’s IT personnel immediately and to decide who will be designated as 
the company’s 30(b)(6) representative on this issue.  You will also need to identify the location 
of your company’s ESI and you should be prepared to confer with opposing counsel over the 
preferred form of production.  You may not be required to produce ESI that is not readily 
accessible due to undue burden or cost, but it must still be preserved.  Getting a handle on your 
company’s ESI as early as possible will greatly assist in this endeavor.  

Discovery in patent infringement litigation can be very different than in other types of 
litigation.  In many cases, it is your company’s most sensitive, original technology (and 
especially source code) that is the most important evidence for consideration.  The details of this 
technology must be produced – despite the concerns of your engineers and management about its 
sensitivity. Protective orders will help alleviate some concerns, but you will find that it is a 
tricky proposition for the parties in the lawsuit to decide how to treat each others’ highly 
confidential information.  Cooperation and agreement are vital because you could face crippling 
“death penalty” sanctions for failing to produce information such as source code.  

Consider the recent Sanctions Order handed down by the Eastern District of Texas in 
Juniper Networks, Inc. v. Toshiba America, Inc., No. 2:05-CV-479 (July 11, 2007).  Judge Ward 
held that the attorneys for defendant Toshiba had “willfully and intentionally” violated the 
court’s amended discovery order regarding the production of BIOS source code.  While the 
attorneys represented that some of such source code was “unavailable,” it was actually both 
available and in the possession of Toshiba.  Judge Ward sanctioned Toshiba by (1) giving 
Toshiba half the voir dire time that plaintiff would be given, (2) removing 2 of Toshiba’s 4 juror 
strikes, (3) giving Toshiba half the time for opening statements and one third the time for closing 
statements as the plaintiff would be given, (4) denying Toshiba the opportunity to provide any 
expert testimony on non-infringement, save cross-examination of the plaintiff’s expert, (5) 
stating that he would instruct the jury of the willful withholding of documents and telling them 
they could consider this behavior in credibility determinations, and (6) awarding attorneys fees 
and costs that plaintiff incurred as a result of the discovery abuses.  If this doesn’t emphasize the 
importance of timely production of source code, nothing does.
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C. Handicapping – Use of Opinions of Counsel

Opinions of counsel are generally obtained by those sued for patent infringement in order 
to refute accusations of willful infringement, and with good reason.  If the jury finds that a patent 
was willfully infringed, it is within the judge’s discretion to increase the damages award up to 
three times.  A well-reasoned opinion of counsel explaining why a patent is either invalid or not 
infringed can therefore support the argument that the accused infringer was not acting recklessly 
without regard to the possibility of infringement.  Inquiries into willfulness at trial generally 
focus on the reasonableness of the accused infringer’s beliefs and actions.  Thus, the 
reasonableness of an accused infringer’s reliance on advice of counsel is also fair game in a 
patent infringement suit.

The added level of complication to obtaining an opinion of counsel, therefore, is the 
waiver of attorney-client privilege that accompanies it.  If an advice-of-counsel defense is 
asserted, the defendant waives privilege as to both attorney-client and work product 
communications regarding the subject matter of the opinion.24 Why is this?  Because these 
communications are evidence of what the defendant actually knew about infringement – a 
relevant and non-privileged topic.  

So how far does this waiver of privilege extend?  What attorney-client communications 
and attorney work product will you be expected to turn over?  To answer these questions, you 
need to remember that the waiver extends to any communications regarding the subject matter of 
the opinion, not just to the opinion itself.  Thus, if you obtain two opinions of counsel and rely on 
one and discard the other, be prepared to turn over all privileged communications regarding the 
discarded opinion as well.  It relates to the same “subject matter” as the opinion you relied on.  
The waiver with regard to attorney work product is not as broad.  It extends only to documents 
that are a communication directly to a client or documents that discuss a communication with a 
client.  Presumably, it does not extend to the attorney’s non-communicated analysis and mental 
impressions, but if it even references a discussion with a client, it may be discoverable.  

It should be noted that the waiver does not extend to all defenses if an advice-of-counsel 
defense is asserted for one defense only.  For example, if an opinion of non-infringement is the 
only opinion relied upon, the scope of the waiver applies only to non-infringement and not to 
invalidity or unenforceability. On the flip side, however, if a joint defense agreement is in place 
and one defendant chooses to rely on an opinion of counsel for one defense, then all 
communications regarding that subject matter made from the attorney to that defendant, 
including those on which other defendants were copied, must be produced.  Communications 
amongst the joint defense group members regarding that subject matter might also be 
discoverable.  

  

24 In re EchoStar Communications Corp., 448 F.3d 1294, 1302-03 (Fed. Cir. 2006) [see Appendix C].
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Until very recently, some jurisdictions construed the waiver of privilege to include 
communications and communicated work product between trial counsel and a client regarding 
infringement when the advice-of-counsel defense is raised.  Such an interpretation was applied 
by at least one Judge in the Eastern District of Texas. 25 The Federal Circuit’s recent ruling in In 

re Seagate Technology, LLC, Misc. Docket No. 830 (Fed. Cir. Aug. 20, 2007) is good news for 
patent infringement defendants because it rejects this broad application.  The Court in Seagate

recognized that an extension of the waiver to trial counsel would result in not only the discovery 
of communications and communicated work product, but allow depositions of trial counsel and 
potentially make trial counsel a witness against their own client.26 The Court did recognize that 
there would be instances where the extension of the waiver to trial counsel would be appropriate 
and stated that trial courts “remain[ed] free to exercise their discretion in unique circumstances to 
extend waiver to trial counsel, such as if a party or counsel engage[] in chicanery,” but, as a 
general rule, held that asserting the advice-of-counsel defense and disclosing opinions of opinion 
counsel do not constitute waiver of the attorney-client privilege for communications with trial 
counsel or work product immunity with respect to trial counsel.27

The Federal Circuit’s opinion in Seagate is also significant in that it overrules its prior 
decision in Underwater Devices, Inc. v. Morrison-Knudsen Co., 717 F.2d 1380 (Fed. Cir. 1983) 
regarding the standard for evaluating willful infringement and awarding enhanced damages.  
Underwater Devices created an affirmative duty of care for defendants accused of willful patent 
infringement, “Where . . . a potential infringer has actual notice of another’s patent rights, he has 
an affirmative duty to exercise due care to determine whether or not he is infringing. Such an 
affirmative duty includes, inter alia, the duty to seek and obtain competent legal advice from 
counsel before the initiation of any possibly infringing activity.”28

Seagate rejected this 
affirmative duty and held “that there is no affirmative obligation to obtain opinion of counsel.”29  
The Court also raised the standard of proof of willful infringement by holding that enhanced 
damages require “at least a showing of objective recklessness.”30 This new standard overrules 
the duty of care announced in Underwater, which set a lower threshold for willful infringement 
that was more akin to negligence.31  

The Seagate decision will likely have a broad positive impact for patent infringement 
defendants.  It not only lifts the burden of monitoring communications between trial counsel and 

  

25 Network-1 Sec. Solutions, Inc. v. D-Link Corp, No. 6:05-cv-00291, slip op. at 8 (E.D. Tex. April 19, 2007) [see 
Appendix D].

26 In re Seagate Technology, LLC, Misc. Docket No. 830, slip op. at 21 (Fed. Cir. Aug. 20, 2007) [see Appendix K].

27 Id. at 18 & 21.

28 Id. at 7 (quoting Underwater, 717 F.2d at 1389-90).

29 Id. at 12.

30 Id.

31 Id. at 11.
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the client but also raises the threshold for willful infringement, which will likely create lower 
damages awards in patent cases.

D. Charging Ahead – Reexaminations

A relatively inexpensive way to challenge the validity of a patent your company has been 
accused of infringing is by initiating a reexamination proceeding at the U.S. Patent and 
Trademark Office.  Unlike in a patent infringement case, in which patent invalidity must be 
shown by “clear and convincing” evidence, in a reexamination, it must be shown by a 
“preponderance” of the evidence.  The majority of reexaminations are sustained and result in, at 
the least, the introduction of limiting claim amendments into the patent.  To initiate a 
reexamination, you will have to locate a piece of prior art that was not considered by the 
Examiner during prosecution and submit a claim chart arguing why the prior art affects the 
validity of the patent.  

There are some disadvantages to the reexamination process, however.  First, if the patent 
survives or is only slightly amended, its perception of validity in an infringement suit will be 
even more greatly enhanced.  Thus, it may take more than clear and convincing evidence to 
invalidate it.  In addition, although there is now a process for an “inter partes” reexamination in 
which the challenger is allowed to participate, the degree of participation is very limited.  There 
is no discovery and you may be precluded from asserting similar arguments in later litigation.  
Nevertheless, by putting the plaintiff on the defensive and forcing it to defend its patent, you may 
gain a strategic advantage.  If you have a particularly strong invalidity argument, it may be worth 
a shot.

III. Jockeying For Position

A. Expert Witnesses

One mantra to remember in patent infringement cases with regard to expert witnesses is 
to “hire early and often.”  Expert testimony is invaluable in explaining the complexities of the 
technology to both the judge and the jury and is, in fact, required by the Federal Circuit in cases 
in which the subject matter is “not easily understandable.”32  It is advisable to hire multiple 
expert witnesses to address multiple issues.  For instance, you may engage one expert to discuss 
invalidity, if, for example, he or she has great knowledge of the way the technology has 
developed over time, and another expert to discuss infringement, if, for example, he or she has 
great knowledge of how the current technology works.  Alternatively, if there is more than one 
patent being asserted against your company, you may engage a different expert to discuss both 
infringement and invalidity of each patent.  Finally, you will need a damages expert who 
understands your accused technology and can, in simple terms, minimize its economic impact 
with regard to your overall profits.  

  

32 Centricut, LLC v. Esab Group, Inc., 390 F.3d 1361, 1370 (Fed. Cir. 2004).
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You may find that, particularly in specialized technologies, the pool of experts is rather 
small.  For that reason, you are better served by hiring your expert(s) as early as possible.  An 
expert witness who is considered to be a pioneer or a leader in his field and who produces an 
impressive curriculum vitae will be less susceptible to challenges to his qualifications, but you 
must act fast to retain him or her.  Furthermore, an expert witness who has previously appeared 
before the judge hearing your case, and with whom the judge has a good relationship, is also a 
valuable find.

Qualifications, work experience, and publications are all very important things to take 
into consideration when locating your experts.  But one of the most important, and sometimes 
overlooked, aspects is his or her demeanor and trial experience.  Can you expect your expert to 
remain cool under pressure while being cross-examined?  Does your expert appear to be 
someone that potential jury members will listen to and trust?  Alternatively, does your expert 
have so much trial experience that he or she actually sounds like a lawyer, or someone the jury 
might not identify with?  Is your expert from New York while the jurors will be from Tyler, 
Texas?  While you want someone who will remain calm, you also want someone who will be 
trustworthy and likeable.  

Before selecting your expert witnesses, you should also take the time to review all of 
their prior testimony and publications in order to locate any potentially impeaching or 
contradictory material.  If you would like for your expert to opine that combining A, B, and C 
features into one machine would have been an obvious invention in the field, you don’t want to 
find an article by your expert extolling the unexpected genius of just such an invention.  While 
this seems like a very expensive and time-consuming activity, it can be well worth the effort.  
Opposing counsel will certainly be scrutinizing your expert’s qualifications and statements for 
just such a valuable piece of information.  At the very least, you should be prepared to rebut 
these damaging attacks on his or her credibility.

You can locate experts in many places and from many sources.  Asking outside counsel is 
a good idea because they may have already worked with certain experts, such as damages 
experts, that they recommend.  Expert witness groups can also be consulted.  Your own 
engineers might also be able to identify experts in the industry.  Finally, don’t forget about using 
the internet and legal research engines, such as Lexis or Westlaw.  

B. Fact Witnesses

As Judge Davis mentioned in his 2006 Network-1 opinion quoted above, your fact 
witnesses may come from every corner of the country.  Obviously, one important source is your 
own company.  You might want to consider using one person with relevant knowledge about a 
great deal of the company’s inner workings as your “designated testifier.”  You may also want to 
present testimony from current or former employees regarding how the accused technology was 
independently developed.  All of your witnesses should, ideally, be at ease with discussing their 
designated topics and be viewed as credible in front of a jury.  You may find that many of your 
fact witnesses will have a great deal of insight and technical expertise with regard to the 
technology at issue.  If that is true, you might want to consider using one or more them as expert 
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witnesses, and paying them accordingly.  In addition, some of your most powerful fact witnesses 
may be those individuals involved in the development and promotion of any prior art that you are 
using in your invalidity arguments.  They may have valuable firsthand knowledge about the state 
of the art at the time the prior art was developed, including what was considered innovative and 
what was commonplace, and may be able to help you frame potential obviousness arguments.

C. Protective Orders

One of the very first issues you may deal with in going forward with patent litigation is 
putting a protective order into place.  Protective orders are standard in this kind of litigation, but 
patent cases are also notorious for requiring lengthy complicated negotiations in settling on a 
protective order.  Many patent courts now have a variety of forms and boilerplate provisions that 
parties can utilize in order to minimize the disagreements.  Some courts even have 
confidentiality rules worked into their local rules.  For example, Patent Local Rule 2.1 in the 
Northern District of Georgia deals with the production of confidential information prior to the 
entry of a protective order, providing that it should be marked “Confidential,” with access to it 
being restricted to attorneys only.  

The default protective order from the Western District of Pennsylvania is attached [see 
Appendix E].  You will note that it provides for two tiers of confidential information –
“Confidential Information” and “Confidential Attorneys Eyes Only Information.”33 It also 
prohibits the use of any confidential information in any patent prosecution or patent licensing.34  
The default protective order also provides for the access of two in-house attorneys to materials 
designated “Attorneys Eyes Only.”35  

Protective orders become even more tricky between multiple defendants and the 
members of a joint defense group.  In these circumstances, the defendants are often less worried 
about how the confidential information will be used by the plaintiff and more worried about how 
it will be used by the other defendants.  This could result in protective orders being adopted that 
have four or more levels of confidential status.  The different levels generally distinguish 
between information that can be disclosed to in-house attorneys only or to other in-house 
personnel.  Bars against use of the information in patent prosecution are even more important 
and could result in various additional provisions.  For example, the bar on the use of this 
information might have a time limit.  Or it might pertain only to some inventions.  If it is defined 
very broadly, it might prevent in-house attorneys involved in litigation from later participating in 
any patent prosecution.  

In some patent litigation cases involving multiple defendants, the protective order might 
provide for the use of an escrow agent for some kinds of confidential information, such as source 

  

33 Western District of Pennsylvania, Protective Order, Paragraph 2.  

34 Protective Order, Paragraph 6.  

35 Protective Order, Paragraph 8.  
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code.  This can be important if the companies’ most prized and valuable intellectual property and 
trade secrets are at issue.  One option for limiting the number of attorneys, staff, vendors, and 
other agents who actually come into contact with this valuable information is to provide for one 
escrow agent who maintains the information at an escrow facility. If someone needs to access 
the information, and is able to prove that he or she is entitled to do so, then the examination of 
the information takes place at the facility under strict security. Providing for this kind of escrow 
arrangement can help alleviate the fears of many defendants.

D. Stipulations

Due to the complexity of the material that is likely to be produced during a patent 
infringement case, the discovery process will typically be lengthy and expensive.  In some cases, 
if the plaintiff is a company that will also have to produce a massive quantity of documents 
regarding its development of the patent, you may be able to agree on a series of discovery 
stipulations that will save both sides some time and money.  Thus, you could agree to limit the 
number and length of depositions.  You could also agree that searches of electronic documents 
and records be set up using particular keywords, to eliminate the need for an actual person to 
review each one to determine its relevance.  You could also stipulate to particular claim 
constructions, particularly if the patent claims at issue have been construed in prior litigation.  
While this kind of cooperation could significantly reduce both sides’ discovery expenses, it is 
obviously less likely to occur when your company is being sued by a patent troll without 
significant documentation issues.

If the patent infringement suit is proceeding in a court that doesn’t have local patent rules, 
the parties can also ask the court to stipulate to using another court’s local patent rules.  Many 
courts will be willing to do so, as it speeds up the process and puts a strict limit on the extensions 
and delays that the parties can seek.

E. The Markman Hearing

The claim construction proceeding, or Markman Hearing, is one of the most, if not the 
most, important and pivotal events of the patent infringement suit.  How the judge interprets the 
claims will let you know exactly how the rest of the case is likely to proceed and is often 
outcome determinative.  If it is a narrow construction, you will likely be focusing on your non-
infringement positions.  If it is a broad construction, you will likely be focusing on your 
invalidity positions.  Often immediately after the Markman hearing, the parties will begin 
exchanging summary judgment motions.

The Supreme Court’s decision in Markman v. Westview Instruments, 517 U.S. 370 (1996) 
[see Appendix F] established that claim construction is exclusively a question of law for the 
court.  The Markman Hearing, and the briefing leading up to it, is also generally your first 
opportunity to educate the court, the judge, and very importantly, the judicial clerks, on the 
technology.  Some judges will go so far as to request a technical tutorial on the subject matter.  
While these tutorials may be conducted by attorneys, the judge will sometimes seek his or her 
own technical expert for a relatively unbiased look.  If this is what the judge wants, then he or 
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she will likely seek agreement from the parties as to who should teach the tutorial.  If the 
technical tutorial will be conducted without an independent expert, then the judge may just pick a 
day for a tutorial and allow each side to explain the technology.  

Regardless of whether a formal tutorial is scheduled, you should also give great 
consideration to the presentation of demonstratives and computer animations at the Markman
Hearing.  Graphics and interactive animations will demonstrate your interpretation of what the 
claims mean very effectively.  In preparing these animations, you should involve your technical 
experts and even your engineers to make sure the representations are accurate.  While you want 
to simplify the information displayed, if there is anything that appears misleading or inaccurate, 
it will likely be objected to by opposing counsel.  For that reason, you should consider sticking 
as closely as possible to the figures shown in the patent itself and any material you obtained 
directly from the plaintiff.  If you begin crafting your own drawings and representations, you 
may run into trouble.  Because these demonstratives and animations will be rather expensive to
prepare, you want to make sure they will be admissible and effective.  

The process of claim construction itself is governed by the Federal Circuit’s decision in 
Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005) [see Appendix G].  In Phillips, the 
Federal Circuit reaffirmed its primary rule that the ordinary meaning of the claims should 
prevail, based on how they would be understood by one of ordinary skill in the art.36  However, 
the Federal Circuit also emphasized that the meaning of the claim terms has to be interpreted 
based on the context of the entire patent.37 Thus, if the ordinary meaning is not immediately 
understood, you should look next to the specification, the prosecution history, and to a lesser 
extent, any extrinsic evidence such as treatises and dictionaries.38  

F. Summary Judgment Motions

Once the claims have been construed by the court in a Markman ruling, both sides will 
typically exchange summary judgment motions.  These can concern both infringement and 
invalidity. If there is no dispute between the parties over the way the accused technology 
functions, this can be a very effective method to at least narrow the issues for trial.  Typically, 
you will need to invest a lot of resources in preparing and drafting these motions for summary 
judgment.  The return on your investment can be significant in reducing your exposure.  You 
may be able to win summary judgment of non-infringement by one of your accused systems, or 
you may be able to show the invalidity of at least one of the patents being asserted.  

Unfortunately, summary judgment motions are much less likely to be granted in patent 
cases, typically because they involve complicated technology that is ripe for factual disputes.  
For example, in the Eastern District of Texas, the summary judgment motion grant rate is below 

  

36 Phillips v. AWH Corp., 415 F.3d 1303, 1312-13 (Fed. Cir. 2005).

37 Id. at 1313.

38 Id. at 1313-18.
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10%.  This rate is not very unusual amongst patent venues.  Nevertheless, these motions are 
routinely filed.

Summary judgment motions often drive settlement negotiations by providing the parties 
with their first real opportunity to present a fully briefed argument to the other side.  Once the 
plaintiff has the opportunity to study a summary judgment motion that you have filed 
demonstrating why your product does not infringe, and has had the chance to consider whether 
the court will grant such a motion, your prospects for a reasonable settlement may go up.  
Alternatively, once you see the plaintiff’s summary judgment motions, you may have a better 
understanding of whether you are likely to prevail and whether you should reconsider getting out 
of the case through settlement.

G. Keep the Lines of Communication Open

Even as you progress through further steps to prepare for trial, including claim 
construction and summary judgment motions, you should keep the lines of communication open 
with the plaintiff.  Settlement can happen at any time and place, even just a couple of days before 
trial.  

IV. Into the Final Turn…And Down the Stretch They Come!

A. Strategies

1. Invalidity After KSR

The Supreme Court changed the landscape of patent invalidity and obviousness with its 
recent decision in KSR Int’l Co. v. Teleflex Inc., 550 U.S. ___, No. 04-1350 (April 30, 2007) [see 
Appendix H].  Prior to the KSR decision, it was significantly more difficult to show that an 
issued patent was obvious due to the Federal Circuit’s more stringent requirements.  The Federal 
Circuit had previously required strict compliance with the “teaching/suggestion/motivation” test, 
or the TSM test.  Under this test, to demonstrate obviousness of a patent claim through a 
combination of prior art references, you had to identify an explicit teaching, suggestion, or 
motivation to make that combination.  In KSR, the Supreme Court rejected the Federal Circuit’s 
“rigid” approach to the obviousness inquiry, particularly in its application of the TSM test.39 The 
Supreme Court criticized the formalistic conception of the words “teaching, suggestion, and 
motivation” and the emphasis on looking at published articles and explicit content in patents to 
make this showing.40  According to the Supreme Court, the teaching or suggestion might be 
found inherently in the market rather than explicitly in scientific literature.41 Furthermore, any 
need or problem in the relevant “field of endeavor” might provide the motivation to create the 

  

39 KSR Int’l Co. v. Teleflex Inc., 550 U.S. ___, No. 04-1350, slip op. at 11 (April 30, 2007).

40 Id. at 15.  

41 Id.  
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claimed subject matter, not just the problem the inventor was trying to solve.42 Thus, prior art 
that is relevant to other problems, and not just to the inventor’s specific field, could be useful in 
supplying the motivation.  In addition, the hypothetical person of skill in the art should also be 
considered to have an ordinary level of creativity that might motivate him or her to combine 
known elements in an obvious fashion.43 The Supreme Court noted that courts can take account 
of inferences, creative steps, and common sense.44  

The Supreme Court also stated that a patent claim might be considered obvious if it was 
“obvious to try” the combination of known elements that led to it.45 This is a direct contradiction 
of previous Federal Circuit precedent regarding obviousness.  The Supreme Court did qualify 
this statement by noting that there must be a “design need or market pressure” to solve the 
problem and a “finite number of identified, predictable solutions.”46 The Federal Circuit applied 
this principle recently in Takeda Chemical Industries Ltd. v. Alphapharm Pty. Ltd. and found that 
the claimed subject matter was still nonobvious.  Specifically, the Federal Circuit noted that there 
was not a finite number of predictable solutions to solve the problem and that the evidence 
showed it would not have been obvious to try the claimed combination.47  

In a broader sense, the KSR decision reinforced the Supreme Court’s belief that “[t]he 
combination of familiar elements according to known methods is likely to be obvious when it 
does no more than yield predictable results.”48 Furthermore, if a technique was used to improve 
one device, and a person of skill in the art would realize that it could be used to improve other 
similar devices in the same way, the use of that technique would have been obvious unless it was 
beyond the person’s skill level.49 These statements, in combination with the revisions to the 
TSM test described above, make it clear that the Supreme Court is trying to curb the threshold 
for obviousness and make it easier to demonstrate invalidity of a patent.

Finally, in dicta, the Supreme Court suggested that the presumption of validity of an 
issued patent might be diminished if a particularly relevant reference was not disclosed to the 
patent examiner and was not considered during prosecution.50 The basis of the presumption of 
validity is that the PTO has exercised its expertise in allowing the claim.51 Although it had no 

  

42 Id. at 16.  

43 Id. at 16-17.  

44 Id. at 14, 16.

45 Id. at 17.  

46 Id.  

47 Takeda Chemical, No. 06-1329, slip op. at 15.

48 KSR, slip op. at 12.  

49 Id. at 13.  

50 Id. at 22-23.  

51 Id. at 23.  
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bearing on the ultimate holding in KSR, as the patent at issue was obvious despite the 
presumption, the Supreme Court noted that the presumption seemed “much diminished” because 
of the failure to consider one reference that taught all of the claim limitations, save one.52  

Overall, the Supreme Court’s decision in KSR makes it considerably easier for you to 
demonstrate the obviousness of an issued patent claim, despite the presumption of validity.  
Whereas a party having the burden to show invalidity might previously have struggled to identify 
an explicit motivation to combine references or a specific problem in the same industry that the 
inventor was trying to solve, now it is possible to refer to an inherent motivation and a problem 
within the general field of endeavor.  It is also possible to emphasize the ordinary creativity that 
a person of skill in the art would be expected to possess.  Patented inventions that appear to 
simply represent predictable, expected progress in the art are particularly susceptible to being 
declared obvious.

How district courts will handle the changes brought about by KSR still remains to be 
seen.  Without a doubt, it should influence jury instructions with regard to obviousness.  
Attached is a copy of the Federal Circuit Bar Association’s proposed model jury instructions 
regarding obviousness, which take into account the changes based on KSR [see Appendix I].  
The changes appear primarily in the final section dealing with a combination of known elements.  

2. Focusing on Non-infringement or Invalidity

Patent infringement cases often present you with the unpleasant task of having to take 
conflicting positions with regard to claim interpretation.  You want the claims to be interpreted 
narrowly so that you can argue that your accused technology doesn’t possess all of the claim 
limitations and doesn’t infringe.  However, at the same time, you want the claims to be 
interpreted broadly so that you can argue that there is a great deal of prior art that invalidates 
them.  These inconsistent positions are difficult to make at the same time.

One solution could be to concede one half of the case and focus your arguments on the 
other half.  This is, clearly, a risky proposition.  Conceding that your company infringes a patent 
is a tough decision to justify.  Clearly, you wouldn’t want to do it unless you had identified a 
very strong argument with regard to prior art and invalidation.  Your decision could be made 
easier based on the outcome of claim construction.  If the claims receive very broad 
interpretations, your road to proving non-infringement gets much more difficult and it might be 
worth it to consider taking a chance.  If you decide to focus your efforts on invalidity, you can 
freely argue that the claims are as broad as the plaintiff has asserted them to be.  You might even 
be able to cite to some of the plaintiff’s own arguments as support.  Then you can direct your 
attention to showing that the claims are invalid.
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The decision to concede infringement and focus on invalidity is made somewhat easier 
due to the Supreme Court’s recent KSR decision, discussed above.  KSR provides a great deal of 
guidance as to what constitutes a showing of obviousness and how this standard has been 
somewhat diminished.  However, in order to take full advantage of KSR, you will need a 
significant amount of time to make your case, which is helped greatly by sacrificing your non-
infringement arguments.  Making an argument that the asserted patent claims are anticipated by a 
single piece of prior art, pursuant to 35 U.S.C. §102, is somewhat straightforward.  You 
essentially show where each element of the patent claim is located in a single piece of prior art.  
An obviousness argument, pursuant to 35 U.S.C. §103, is considerably more complicated.  Why 
is this?  First, you generally resort to an obviousness argument because you haven’t been able to
identify a single piece of prior art that discloses all of the claim elements.  Instead, you will need 
to show where those known elements are located in various pieces of prior art.  Explaining 
multiple pieces of prior art to the jury will take much longer.  In addition, you will have to cover 
all of the elements that make up an obviousness determination (i.e., the Graham factors), 
including (1) the scope and content of the prior art, (2) the differences between the prior art and 
the claims, (3) the level of ordinary skill in the art, and (4) any objective indicia of non-
obviousness, such as long-felt need and failure of others to solve the problem.53 Proving 
invalidity due to obviousness is a very viable option in view of the KSR decision, but it isn’t 
something you’ll be able to bring up in a cursory fashion.

3. Narrowing issues for trial

Most specialty patent venues won’t allow much time for trial.  You could expect to 
receive as little as five days for opening statements, testimony, closing statements, and the jury 
charge.  This means that you absolutely will not be able to present every argument that you have 
considered along the way.  While you may have identified ten good pieces of prior art for your 
invalidity arguments, you will likely need to focus on one or two.  Your non-infringement 
positions will need to be succinct and you will not have much time to educate the jury about the 
technology.  Trying to squeeze too many pieces of prior art into your invalidity arguments will 
only weaken your arguments with regard to the most important pieces, as the jury may not be 
able to distinguish between all of them.  Additionally, as discussed above, if you want to bring 
up obviousness, you will need to devote a lot of time to this area and necessarily limit your focus 
on other arguments.

If you have filed one or more summary judgment motions, even if they were not 
successful, you should consider focusing on those arguments at trial.  The actual drafting of the 
motions likely involved significant research, briefing, and locating of important evidence and 
documents.  You probably also determined which key witnesses have the most information about 
these topics, and you may have deposed one or more of them.  In the non-infringement context, it 
is likely your expert witnesses that will provide this key testimony.  However, in the invalidity 
context, you may find that the developers of the prior art you are relying on are able to give the 

  

53 Graham v. John Deere Co., 383 U.S. 17-18 (1966).
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strongest testimony on this issue.  Finally, because the arguments were the subject of dispositive 
motions, they are probably some of your strongest arguments overall.  

As soon as you begin narrowing the issues that you plan to raise at trial, you should also 
begin preparing any visuals or demonstratives to go along with them.  Actually putting 
arguments and evidence down on paper and in computer slides will also help you narrow your 
target areas and eliminate unnecessary supporting information.  Remember that preparing for a 
patent infringement trial is much like producing and filming an episode of an educational science 
TV program.  You want to grab the audience’s attention right away, make your points in a 
persuasive fashion, use some easy to understand graphics, and keep them entertained until the 
end.  Letting your case get bogged down in an abyss of minutiae is not going to increase your 
chances of success.  

4.  Did the Plaintiff Design the Track?

It is nearly inevitable that companies that were pivotal in the development and patenting 
of new technology will also be involved in developing industry-wide standards dealing with the 
adoption of such technology.  But if a patent holder participates in drafting an industry standard 
that requires practicing its patented technology, what are the implications on (a) the
enforceability of its patent rights, and (b) the companies that must alter their technology to meet 
the industry standards?  Typically, when an industry standard is promulgated that incorporates 
one of the drafter’s patented technologies, the patentee is obligated to disclose its essential 
patents during the standard-drafting process and to offer patent licenses that are either royalty-
free or fair, reasonable, and non-discriminatory (“FRAND”).  But what does FRAND mean 
anyway?  

In general, FRAND licensing obligations simply mean that the patentee, who is also the 
standard drafter, should not be able to exploit any of the added leverage it has obtained by 
writing its own patented technology into the industry standard.  The FTC has recently defined a 
FRAND license as one that “is or approximates the outcome of an auction-like process 
appropriately designed to take lawful advantage of the state of competition existing ex ante . . . 
between and among available IP options.”54  In practice, however, the application of the FRAND 
obligations is rather loose and unregulated.  Standard-setting organizations (“SSOs”) have 
traditionally avoided legal involvement in the standard-setting procedures in order to foster 
greater cooperation amongst members and promotion of the standardization process.  The result 
is that there is still some uncertainty as to just how binding the FRAND obligations and any 
duties of good faith to other standard-setters actually are.  

For example, in August 2006, the FTC unanimously determined that Rambus, Inc. had 
violated antitrust laws by participating in standard-setting with regard to DRAM memory chips 

  

54 In the Matter of Rambus, Inc., No. 9302, Opinion of the Commission on Remedy at 17 (Federal Trade 
Commission February 5, 2007) [see Appendix J].
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while it secretly applied for patents on the technology it knew would become the industry 
standard.55  On the flip side, that same month, the U.S. District Court for the District of New 
Jersey dismissed an action by Broadcom accusing Qualcomm of violating antitrust laws by 
utilizing its patented technology in standard-setting, then reneging on its FRAND obligations and 
charging a premium for licenses.56  While the FTC decision seemed to inject some fairness into 
dealings with SSOs, the district court’s decision immediately took it away.  More recently, an 
upswing toward fairness has occurred again.  On August 6, 2007, in another case involving 
Broadcom and Qualcomm, a judge in the Southern District of California ruled that Qualcomm 
could not enforce two of its patents against Broadcom because of its deceptive activity 
surrounding involvement on an SSO.57 In particular, Qualcomm failed to disclose its patents to 
the SSO, and during trial, Qualcomm denied that it was involved with the SSO at all.58  
Furthermore, on September 4, 2007, the Third Circuit Court of Appeals ruled that Broadcom 
could proceed in its antitrust case against Qualcomm in the District of New Jersey, but only on 
two of the original eight charges.59

What does all of this recent discussion about SSOs and FRAND obligations mean for you 
and your company?  Quite a bit, if you are situated in one of those high tech industries that 
requires a great deal of standard-setting.  If you participate on an SSO, you must be very careful 
to deal with everyone in good faith.  Alternatively, if you know that the plaintiff in a patent suit 
against you was involved with an SSO dealing with the patented technology you have been 
accused of infringing, it is worth it to take a greater look at the plaintiff’s activities and see if 
there are any grounds for arguing that its patent rights are unenforceable.

B. Evaluating Your Position

1. Jury Consultants

You can consider hiring a jury consultant to assist you in determining how potential 
jurors will react to your arguments.  Many jury consultants will set up focus groups of 
individuals to test portions of the case on, enabling you to understand which concepts are 
difficult to understand, which arguments are effective, and which issues to focus on.  Some jury 
consultants might also be trusted to assist in actual juror selection, although this is not a 
universally accepted practice.  
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56 Broadcom Corp. v. Qualcomm Inc., No. 3:05-CV-03350, Memorandum Opinion (D.N.J. August 31, 2006).  
Broadcom has another suit pending against Qualcomm in Orange County Superior Court regarding these same 
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Hiring a jury consultant is extremely helpful if you can find a consultant with extensive 
patent infringement trial experience in your trial venue, greater even than your trial attorneys.  If 
this is the case, you will likely gain some valuable insights as to what the consultant sees as 
being typical juror issues in that region.  They will also understand typical misconceptions that 
jurors hold about patents and patent rights.  For example, they can help remind you that jurors 
place a great deal of weight on the idea that the patent was issued by a U.S. government agency, 
and oftentimes they give the U.S. Patent and Trademark Office too much credit.  They might 
also help you remember that jurors like to hear a sympathetic story of entrepreneurship and 
development of an invention – either on the side of the patentee or the accused infringer.  A jury 
consultant can also help you red flag certain types of legalese and instead use simple, consistent 
layman’s terms to describe the legal concepts and the technology.  

Overall, the value of a jury consultant may be hard to gauge.  However, considering that 
the ultimate decision-makers in the case are not attorneys, it makes intuitive sense that you 
should obtain a non-attorney’s perception of your arguments and your presentation.  Attorneys
should never assume that they can effectively predict how a non-attorney is going to react to a 
particular issue, particularly if your trial venue is in a location that is unfamiliar and socio-
economically different from your own.  

2. Mock Trials

Holding a mock trial can be helpful at any stage of the patent infringement case, 
including before the Markman Hearing.  Done early in the case, the mock trial allows you to 
overhaul entire arguments and redirect your focus based on how the mock jury reacts.  Done 
later in the case, the mock trial can be an effective dress rehearsal, giving your attorneys the 
chance to fine tune particular lines of questioning and add additional information where the jury 
might be confused.  The effectiveness of the mock trial will depend on how much effort your 
trial team actually puts into it, so it may not be worth it unless they are willing and able to devote 
a great deal of time to preparations.  The jury selection in a mock trial should also be as similar 
as possible to actual jury selection, with the jurors having no idea that the case presentation is 
merely a practice.  This will require a fairly detailed and well-orchestrated set up, but there are 
many companies willing to provide these services.  

C. Looking Ahead

1. Hiring Appellate Counsel

You should never wait to hire appellate counsel until after you’ve received a final 
judgment and you have decided to appeal.  Instead, consider hiring your appellate team as early 
as you hire your trial team.  You will likely be looking to a new law firm to handle your potential 
appeals, as it is somewhat rare for your trial attorneys to serve as appellate counsel also.  At the 
very least, you should have a team of appellate attorneys involved in the drafting of the jury 
charge.  The jury charge is one of the biggest potential issues raised on appeal because the issues 
that come up in patent litigation are complex and require a lot of legal explanation.  Reasonable 
minds will inevitably differ on how particular legal issues are explained to the jury, and you want 
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to make sure that your jury charge includes every point that you might later appeal.  Thus, 
instead of waiting until after the curtain has fallen and picking through what you submitted, get 
your appellate attorneys involved from the start.  

It’s vital that your appellate counsel understand both patent law and the workings of the 
Court of Appeals for the Federal Circuit.  They should be extremely familiar with which issues 
are questions of fact and which issues are questions of law, and they should be conversant 
regarding recent Federal Circuit precedent.  This will greatly assist your litigation team as well, 
which will ideally feel comfortable asking for assistance from the appellate team and even 
cooperating with them to draft the jury charge and any trial briefs. You may also find that your 
appellate attorneys are the most well-qualified to argue particular legal issues before the judge 
during the trial, particularly with regard to the jury charge.  This makes them a valuable part of 
the trial team as well.

2. Preserving Errors at All Costs and All Turns

Regardless of how optimistic you are about the outcome of the case, it is highly likely 
that you will disagree with at least part of the ultimate judgment.  To that end, you must think 
about appeal.  Appealable errors can come from any and all areas – jury selection, opening 
statements, evidence, testimony, demonstratives, closing statements, the jury charge, and so on.  
While it is understandable that the trial attorneys will be focused on keeping the case moving 
forward, they must remember to preserve each potential error for appeal.  This means that they 
must specifically object to it, obtain a ruling, and make sure that the record reflects that ruling.  
This can be a very tedious process, but it is unavoidable.  Having an appellate attorney at the 
table in the courtroom with your trial attorneys can be helpful for issues that come up during 
testimony.  The charge conference is your opportunity to object to the ultimate jury charge.  You 
may want your appellate attorneys to argue during the charge conference.

In patent cases, your best arguments on appeal may stem from the initial claim 
construction order.  If the judge fails to construe a term, or adopts a construction that is contrary 
to your arguments in your Markman brief, and the outcome of the trial is not favorable for you 
on that issue, you will probably appeal that claim interpretation.  The Federal Circuit’s review of 
claim construction is de novo, and appeals of claim construction orders are generally taken up 
after the trial is complete.  Interlocutory appeals are theoretically available, but the Federal 
Circuit does not usually grant these petitions.  Although your Markman brief fully outlines your 
position, you will probably want to object to the judge’s construction again when the final jury 
charge is issued to make sure that the error has been preserved.  

V. The Aftermath

A. Considering The Verdict

At last, the finish line has been crossed and the parties’ positions have been decided.  Did 
you win, place, or show?  You may have won on some issues and lost on others.  Before you 
start celebrating, or meeting with your appellate team, take a moment to consider the verdict 
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itself.  If the judge has used a verdict form requiring multiple determinations, be sure to 
immediately check the verdict to make sure that it is consistent.  For example, if the jurors have 
indicated that a patent claim is both infringed and invalid, this is an inconsistency that should be 
corrected before the jury is discharged.  

If the jurors render a verdict against you that lacks evidentiary support, you can then 
renew any judgments as a matter of law you may have made earlier that were deferred pending a 
verdict.  Renewal of prior motions for judgment as a matter of law must take place no later than 
10 days after the entry of judgment.60 In response, the court may deny your motion, enter 
judgment as a matter of law, or order a new trial.61  

Jury verdicts in patent cases can be frustrating, and inevitably you will wonder if the 
jurors understood the law or the technology at all.  The truth is that you will most likely never 
find out.  Nearly all court rules and case law prohibit any attorney contact with jurors after a trial.  
This is true regardless of whether you wish to obtain information for post-trial motions and 
appeals or if you simply want to educate yourself about effective arguments and techniques.  An 
exception tends to be if you have evidence of juror misconduct, but even then you will likely 
need the court’s authorization to contact a juror.  Judges might be able to interview jurors after a 
trial, but only to determine that the correct verdict was actually entered in the case.  The safest 
bet is to stay far away from the jurors and begin focusing on appeal.

B. Results Unofficial Pending Inquiry (Appeal)

The time limit for filing an appeal doesn’t start until the judge has drafted a final 
judgment and the clerk has entered it.  In fact, you may end up waiting months between the 
verdict and the entry of a final judgment.  Some judges may purposefully delay entry of a final 
judgment in the hope that the parties will reach a settlement in the meantime.  If this doesn’t 
happen and the final judgment is entered, the appeals part of the race begins.  

Appeals of patent cases are all directed to the Court of Appeals for the Federal Circuit 
(the “CAFC”).  The CAFC hears all appeals from any of the United States district courts where 
the original action included a complaint arising under the patent laws. Located in Washington, 
D.C., the CAFC has twelve (12) Circuit Judges and five (5) Senior Circuit Judges.  The most 
senior Circuit Judge is Circuit Judge Pauline Newman, appointed by President Reagan in 1984.  
Chief Judge Paul Redmond Michel was appointed by President Reagan in 1988.  The most junior 
Circuit Judge is Circuit Judge Kimberly Ann Moore, appointed by President George W. Bush in 
2006.  
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On June 28, 2007, Chief Judge Michel delivered his “State of the Court” message, 
declaring the state of the CAFC to be “very good.”62 He noted that the filing of patent 
infringement appeals was steadily rising, up to 343 pending out of a total of 1004.  Judge Michel 
also criticizes two pending patent reform bills, discussed in greater detail below. In particular, he 
singled out the proposal that would make claim construction rulings immediately appealable and 
the proposal that requires courts to apportion reasonable royalty damages by a method that 
requires the valuation of prior art.  According to Chief Judge Michel, these proposals would 
impose an enormous burden on the CAFC.  

The extreme complexity of the subject matter in most patent cases, and the real likelihood 
that neither the judge nor the jury really understood the case presented at trial, has led many 
patent practitioners to comment that patent infringement cases are actually tried in the CAFC.  
The CAFC’s de novo review of claim construction does lead to many remands and reversals –
about 30 to 35%.  However, the recent trend by the Supreme Court appears to be increased 
scrutiny on the CAFC’s decisions.  From 1990 to 2001, the Supreme Court granted certiorari on 
CAFC decisions eight (8) times and affirmed 50% of the time.  From 2002 until now, the 
Supreme Court has granted certiorari nine (9) times and has not affirmed any decisions.  What 
this means for the CAFC remains to be seen.  At any rate, if litigation of a patent case really does 
not end until the CAFC finishes its review, you can expect the results of the race to be unofficial 
for at least another year after the appeal is filed.  As more and more patent infringement appeals 
are filed, and if certain patent reforms become law, this pendency may become even longer.  

VI. A Horse of A Different Color – Impending Patent Reforms

The Patent Reform Act of 2007, which includes H.R. 190863 and S. 1145,64 is currently 
being amended and debated in the U.S. Congress.  It has been described as the most significant 
patent reform legislation in the past 50 years.  Important provisions have the intent of 
harmonizing the U.S. patent system with those patent systems in foreign countries, giving the 
public greater participation in the patent examination process, and restricting venues where 
patent infringement suits can be brought.  

One way in which the proposed patent reforms would harmonize the U.S. system with 
foreign patent systems is by changing the filing system in the U.S. to a “first to file” rather than a 
“first to invent” system.  This would eliminate a lot of complications in situations where two 
parties claim to be the legitimate inventor of the same invention.  Under the new system, the first 
inventor to file a patent application would be entitled to the patent.65 The current system requires 

  

62 http://www.fedcir.gov/pdf/State_of_the_Court.pdf

63 http://thomas.loc.gov/cgi-bin/query/z?c110:H.R.1908:

64 http://thomas.loc.gov/cgi-bin/query/z?c110:S.1145:

65 H.R. 1908, §3; S. 1145, §2.
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a complicated review of who was the first inventor to conceive of the invention and reduce it to 
practice diligently.

Perhaps due to increased public scrutiny of the validity of certain patents, particularly 
business method patents that would appear to cover commonplace business processes, the 
proposed patent reforms also allow for third parties to be involved in the patent examination 
process.  First, third parties would be permitted to submit prior art to the patent examiner prior to 
issuance of the patent.66 In addition, after the patent is granted, the public would be given at 
least one window during which oppositions to the patent grant could be filed.67 The current 
system does not allow third parties to communicate with the patent examiner at all, and there is 
no post-grant review period.  Allowing the public to intervene and challenge the patentability of 
an invention before the grant of the patent will presumably reduce the number of questionably 
valid issued patents. Similarly, patent applicants would also have to submit search reports during 
patent examination in order to assist the examiners in locating all relevant prior art.68  

Of particular relevance to the discussion here are the proposals to limit venue for patent 
infringement cases.  Under the current system, a patent infringement case can be brought in any 
venue where the defendant is subject to personal jurisdiction, i.e., wherever an allegedly 
infringing product has been sold.  The proposed patent laws would limit venue to districts where 
either party resides, or where the defendant has allegedly committed substantial acts of 
infringement and has a regular place of business.69  These provisions would clearly reduce the 
ability of the patentee to “forum shop” and file suit in a patent specialty venue.  However, these 
changes might force more patent litigation into already busy districts, causing more of a backlog.  

Other proposed legislation from the House of Representatives would create a pilot 
program designed to encourage the expertise of district judges in patent cases.70 The bill 
proposes a ten-year program in at least five U.S. districts in which additional funds will be 
directed for the education of judges and the hiring of staff with patent expertise.  The five 
districts or more would be selected from the fifteen district courts with the largest number of 
patent cases in the previous calendar year.  However, the district courts must have at least ten 
district judges and at least three of those judges must request to hear patent cases under the 
legislation.  Because they lack ten district judges, the Eastern District of Texas, the District of 
Minnesota, and the District of Delaware would not be eligible for such a program.  Instead, the 
possible test districts include the Central, Northern, and Southern Districts of California, the 
Middle and Southern Districts of Florida, the Northern District of Georgia, the Northern District 
of Illinois, the Southern District of New York, the District of New Jersey, the District of 

  

66 H.R. 1908, §9; S. 1145, §7.

67 H.R. 1908, §6, S. 1145, §5.

68 H.R. 1908, §11; S. 1145, §11.

69 H.R. 1908, §10; S. 1145, §8.

70 H.R. 5418; http://thomas.loc.gov/cgi-bin/query/z?c109:H.R.5418:
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Massachusetts, the Eastern District of Michigan, the Eastern District of Pennsylvania, and the 
Northern and Southern Districts of Texas.

Further proposed patent legislation that would be beneficial to accused infringers would 
heighten the required standard for willfulness and better define the damages calculation when the 
infringing technology is only one part of the marketed product.  

The fate of the proposed patent reforms remains to be seen.  Amendments, debate, and 
opposition from a variety of entities and coalitions are ongoing.  Stay tuned.

34
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PRIVILEGED AND CONFIDENTIAL

ATTORNEY/CLIENT COMMUNICATION

INFORMATION NEEDED BY ________, 200__

YOUR RESPONSE TO THIS MEMORANDUM IS REQUIRED

TO: [Distribution List]

From:

Re:

Date: ___________, 200__

URGENT NOTICE

Our company has recently been sued by [INSERT NAME OF PLAINTIFF(S)]. The lawsuit

involves [BASIC DESCRIPTION OF CASE]. The parties to the lawsuit allege, among other

things, [DESCRIPTION OF SUBJECT MATTER OF ALLEGATIONS]. We intend to

vigorously defend against these claims, and we are asking for your help.

During the course of this litigation, we will be asked to produce documents relating to the 

lawsuit and the claims made by us and by the opposing party. It is critical that documents

relevant to these requests be preserved. Failure to preserve documents that we are required

to produce could provide significant obstacles to our defense and could result in serious fines

or other penalties. The documents we must preserve include paper documents as well as

electronic documents (including all email messages and attachments, word processing

documents, spreadsheets, databases, calendar entries, computer drawings or any other

documents or files created on the company’s computer systems).

The time period primarily at issue in this case is [INSERT TIME PERIOD]. While this

relevant date range may change as the case proceeds, this is a good starting point for

assessing the volume of documents to be preserved.

Documents that have the potential to be relevant to the case must be retained for these

purposes. This means that the company will temporarily suspend its routine document

destruction procedures, and we need your assistance to [DESCRIBE APPLICABLE

DOCUMENT RETENTION/DESTRUCTION PROTOCOLS AS NECESSARY AND

ACTIONS THAT MUST BE TAKEN BY INDIVIDUAL DEPARTMENTS]. We will

notify you as soon as routine practices can resume.

Effective immediately, it is critical that none of our employees delete, over-write, or

otherwise alter or destroy any documents or files (print or electronic) which may be

relevant to this case.

We also need your assistance in preserving and gathering items (whether paper or electronic)

relating to __________. Please review all paper and computer files that might contain

documents relating to ________________. These documents might include:

• any correspondence (including e-mail) related to __________, whether addressed to

_______________________, or other third party;

• memos, status reports, notes, or presentations;

• maps, diagrams, programs, charts, or spreadsheets used for any purpose related to

_____________;

• invoices or accounting information;

• records of maintenance services;

• written agreements (including drafts) of the Agreements.

YOU ARE HEREBY INSTRUCTED NOT TO DESTROY OR DELETE ANY SUCH

MATERIAL REGARDING THESE AGREEMENTS (REGARDLESS OF ANY

STANDARD RETENTION POLICIES) UNTIL INSTRUCTED OTHERWISE.

Again, this list is not inclusive—we need to preserve ALL documents that are relevant to

these Agreements.
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Additionally, we need copies of all documents and/or data forwarded to our attention.

Following is a list of instructions and a questionnaire. After you have completed your search

for all relevant data and documents, pursuant to the instructions below, please complete the

following questionnaire and send to ________. Items that you are actively using will be

copied and returned to you.

1. For paper items: Please send by interoffice mail or hand delivery to

_________. It is important that we identify the source of the documents, so

be sure to include your name.

2. For e-mails and other electronic documents: Please save them to __(share

drive to be determined) or save them to a disc and label the disc WITH

YOUR NAME and “_________.” Then send the disc by interoffice mail or

hand delivery to _____________. DO NOT FORWARD EMAILS.

4. If you know of any other employee who may have knowledge relating

______________who is not on the distribution list of this memorandum:

Please provide the name of this employee to ________.

6. If you know of any files that no employee claims that may be related to

____________: Please provide a description and location of these files to

________ .

Thank you in advance for your assistance on this very important project.

QUESTIONNAIRE:

Name: _________________________________

Date: __________________________________

1. Have you provided all email that could possibly be responsive (including email in

your sent or deleted files or emails that have been printed out)?

Yes ______

No ______

If you answered No, why? _____________________________

2. Have you searched for and provided all electronic files, such as word documents and

excel spreadsheets:

a) Saved on your hard-drive?

Yes ______

No ______

If you answered No, why? _____________________________

b) Saved on the server to which you have access?

Yes ______

No ______

If you answered No, why? _____________________________

c) Saved on any network share drive?

If yes, what is the name of the share-drive? ___________________________

No ______

If you answered No, why? _____________________________

c) Saved in any other location (such as on a home computer/ disc/ cd)?

Yes ______

No ______
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If you answered No, why? _____________________________

d) Saved as hard-copies documents in files?

Yes ______

No ______

If you answered No, why? _____________________________

e) Saved in hard-copy documents in files left behind by someone who left

[client’s name]?

Yes ______

No ______

If you answered No, why? _____________________________

3. Did any of the documents or information you are providing originally come from

another source (such as a former employee or employee who changed positions)?

Yes ______

No ______

If you answered Yes, please provide the name of each person below:

______________________________________________
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Phillips v. AWH Corp.

C.A.Fed. (Colo.),2005.

United States Court of Appeals,Federal Circuit.

Edward H. PHILLIPS, Plaintiff-Appellant,

v.

AWH CORPORATION, Hopeman Brothers, Inc.,

and Lofton Corporation, Defendants-Cross
Appellants.

Nos. 03-1269, 03-1286.

July 12, 2005.

Background: Owner of patent for vandalism-

resistant wall panels sued former distributor for

infringement. The United States District Court for the

District of Colorado, Marcia S. Krieger, J., granted

summary judgment for former distributor, and owner

appealed. The Court of Appeals, 363 F.3d 1207,
affirmed.

Holding: On rehearing en banc, the Court of

Appeals, Bryson, Circuit Judge, held that “baffles,”

called for in asserted claim, were not limited to non-

perpendicular, projectile-deflecting structures
disclosed in preferred embodiment.

Affirmed in part, reversed in part, dismissed in part,

and remanded.

Lourie, Circuit Judge, concurred in part, dissenting in

part, and filed opinion in which Pauline Newman,

Circuit Judge, joined.

Mayer, Circuit Judge, dissented and filed opinion in

which Pauline Newman, Circuit Judge, joined.

West Headnotes

[1] Patents 291 101(8)

291 Patents

291IV Applications and Proceedings Thereon

291k101 Claims

291k101(8) k. Functions, Advantages or

Results of Invention. Most Cited Cases
Limitation in patent claim for vandalism-resistant

wall, calling for “means disposed inside shell for

increasing its load bearing capacity” comprising

“internal steel baffles” extending inwardly from steel

shell walls, recited sufficient structure to avoid

means-plus-function treatment. 35 U.S.C.A. § 112,

par. 6.

[2] Patents 291 165(2)

291 Patents
291IX Construction and Operation of Letters

Patent

291IX(B) Limitation of Claims

291k165 Operation and Effect of Claims in

General

291k165(2) k. Claims as Measure of

Patentee's Rights. Most Cited Cases

It is bedrock principle of patent law that claims of

patent define invention to which patentee is entitled

the right to exclude.

[3] Patents 291 157(1)

291 Patents

291IX Construction and Operation of Letters

Patent

291IX(A) In General

291k157 General Rules of Construction

291k157(1) k. In General. Most Cited
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Patents 291 161

291 Patents

291IX Construction and Operation of Letters

Patent

291IX(A) In General

291k161 k. State of the Art. Most Cited

Cases

Words of patent claim are generally given their

ordinary and customary meaning, i.e., meaning that

term would have to person of ordinary skill in the art

in question on effective filing date of patent
application.
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291 Patents

291IX Construction and Operation of Letters

Patent

291IX(B) Limitation of Claims

291k167 Specifications, Drawings, and

Models

291k167(1) k. In General. Most Cited

Cases

Person of ordinary skill in the art, through whose

eyes patent claim is construed, is deemed to read

claim term not only in context of particular claim in

which disputed term appears, but in context of entire
patent, including specification.

[5] Patents 291 165(5)

291 Patents

291IX Construction and Operation of Letters

Patent

291IX(B) Limitation of Claims

291k165 Operation and Effect of Claims in

General
291k165(5) k. Construction of Particular

Claims as Affected by Other Claims. Most Cited
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Because claim terms are normally used consistently

throughout patent, usage of term in one claim can

often illuminate meaning of same term in other

claims.

[6] Patents 291 165(5)

291 Patents
291IX Construction and Operation of Letters

Patent

291IX(B) Limitation of Claims

291k165 Operation and Effect of Claims in

General

291k165(5) k. Construction of Particular

Claims as Affected by Other Claims. Most Cited
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Presence of dependent patent claim that adds

particular limitation gives rise to presumption that

limitation in question is not present in independent
claim.

[7] Patents 291 101(4)

291 Patents

291IV Applications and Proceedings Thereon

291k101 Claims

291k101(4) k. Specifications and Drawings,

Construction With. Most Cited Cases

Patent claims must be read in view of specification,
of which they are part.

[8] Patents 291 167(1)

291 Patents

291IX Construction and Operation of Letters

Patent

291IX(B) Limitation of Claims

291k167 Specifications, Drawings, and

Models

291k167(1) k. In General. Most Cited
Cases

Patent specification is always highly relevant to claim

construction analysis; it is single best guide to

meaning of disputed term, and is usually dispositive.

[9] Patents 291 162

291 Patents

291IX Construction and Operation of Letters

Patent
291IX(A) In General

291k162 k. Contemporaneous Construction

of Inventor. Most Cited Cases

Patents 291 167(1.1)

291 Patents

291IX Construction and Operation of Letters

Patent

291IX(B) Limitation of Claims

291k167 Specifications, Drawings, and
Models

291k167(1.1) k. Specification as

Limiting or Enlarging Claims. Most Cited Cases

When patent specification reveals special definition

given to claim term by patentee that differs from

meaning it would otherwise possess, inventor's

lexicography governs.

[10] Patents 291 167(1.1)

291 Patents
291IX Construction and Operation of Letters

Patent

291IX(B) Limitation of Claims
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291k167 Specifications, Drawings, and
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291k167(1.1) k. Specification as

Limiting or Enlarging Claims. Most Cited Cases

Where patent specification reveals intentional

disclaimer, or disavowal, of claim scope by inventor,

such revealed intention is dispositive.

[11] Patents 291 168(1)

291 Patents

291IX Construction and Operation of Letters

Patent

291IX(B) Limitation of Claims

291k168 Proceedings in Patent Office in

General

291k168(1) k. In General. Most Cited

Cases

“Prosecution history” consists of complete record of

proceedings before Patent and Trademark Office and
includes prior art cited during examination of patent.

[12] Patents 291 168(2.1)
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291IX Construction and Operation of Letters

Patent

291IX(B) Limitation of Claims

291k168 Proceedings in Patent Office in

General
291k168(2) Rejection and Amendment

of Claims

291k168(2.1) k. In General. Most

Cited Cases

Prosecution history can often inform meaning of

patent claim language by demonstrating how inventor

understood invention and whether inventor limited

invention in course of prosecution, making claim

scope narrower than it would otherwise be.

[13] Patents 291 159

291 Patents

291IX Construction and Operation of Letters

Patent

291IX(A) In General

291k159 k. Extrinsic Evidence in General.

Most Cited Cases

Although extrinsic evidence can shed useful light on

relevant art, it is less significant than intrinsic record

in determining legally operative meaning of patent

claim language.

[14] Patents 291 159

291 Patents

291IX Construction and Operation of Letters

Patent

291IX(A) In General

291k159 k. Extrinsic Evidence in General.

Most Cited Cases

Dictionaries, though extrinsic evidence, are among

tools that can assist patent-construing court in
determining meaning of particular terminology to

those of skill in the art of invention.

[15] Patents 291 159

291 Patents

291IX Construction and Operation of Letters

Patent

291IX(A) In General

291k159 k. Extrinsic Evidence in General.

Most Cited Cases
Extrinsic evidence in form of expert testimony can be

useful to patent-construing court for variety of

purposes, such as to provide background on

technology at issue, to explain how invention works,

to ensure that court's understanding of technical

aspects of patent is consistent with that of person of

skill in the art, or to establish that particular term in

patent or prior art has particular meaning in pertinent

field.

[16] Patents 291 159

291 Patents

291IX Construction and Operation of Letters

Patent

291IX(A) In General

291k159 k. Extrinsic Evidence in General.

Most Cited Cases

Conclusory, unsupported assertions by experts as to

definition of patent claim term are not useful to

construing court.

[17] Patents 291 159

291 Patents

291IX Construction and Operation of Letters

Patent

291IX(A) In General

291k159 k. Extrinsic Evidence in General.

Most Cited Cases

Court, when construing patent, should discount any

expert testimony that is clearly at odds with claim
construction mandated by claims themselves, written

description, and prosecution history.
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Most Cited Cases

Extrinsic evidence may be useful to construing court,

but it is unlikely to result in reliable interpretation of

patent claim scope unless considered in context of

intrinsic evidence.
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291IX Construction and Operation of Letters

Patent
291IX(A) In General

291k159 k. Extrinsic Evidence in General.

Most Cited Cases

It is permissible for patent-construing court, in its

sound discretion, to admit and use extrinsic evidence;

such evidence can help educate court regarding field

of invention and can help court determine what

person of ordinary skill in the art would understand

claim terms to mean.

[20] Patents 291 159

291 Patents

291IX Construction and Operation of Letters

Patent

291IX(A) In General

291k159 k. Extrinsic Evidence in General.

Most Cited Cases

Although dictionaries or comparable sources are

often useful to assist in understanding commonly

understood meaning of patent claim terms, construing

court's focus remains on understanding how person of
ordinary skill in the art would understand claim

terms.

[21] Patents 291 157(1)

291 Patents

291IX Construction and Operation of Letters

Patent

291IX(A) In General

291k157 General Rules of Construction

291k157(1) k. In General. Most Cited
Cases

There is no magic formula or catechism for

conducting patent claim construction; court is not

barred from considering any particular sources or

required to analyze sources in any specific sequence,

so long as those sources are not used to contradict

claim meaning that is unambiguous in light of

intrinsic evidence.

[22] Patents 291 101(3)

291 Patents

291IV Applications and Proceedings Thereon

291k101 Claims

291k101(3) k. Limitations in General. Most

Cited Cases

Internal steel “baffles,” called for in patent for

vandalism-resistant wall panels, were not limited to

non-perpendicular, projectile-deflecting structures

disclosed in preferred embodiment; specification did

not require that internal structures always be capable

of performing that function.

[23] Patents 291 101(3)

291 Patents

291IV Applications and Proceedings Thereon

291k101 Claims

291k101(3) k. Limitations in General. Most

Cited Cases

Fact that patent asserts that invention achieves

several objectives does not require that each claim be
construed as limited to structures that are capable of

achieving all those objectives.

[24] Patents 291 157(2)

291 Patents

291IX Construction and Operation of Letters

Patent

291IX(A) In General

291k157 General Rules of Construction

291k157(2) k. Construction to Give
Validity and Effect to Patent. Most Cited Cases

Application of patent construction maxim, that claims

should be so construed, if possible, as to sustain their

validity, is limited to cases in which court concludes,

after applying all available tools of claim

construction, that claim is still ambiguous.

Patents 291 328(2)

291 Patents

291XIII Decisions on the Validity, Construction,
and Infringement of Particular Patents

291k328 Patents Enumerated
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291k328(2) k. Original Utility. Most Cited

Cases

4,677,798. Construed.

*1305 Carl F. Manthei, Attorney at Law, of Boulder,

Colorado, argued for plaintiff-appellant.

Mark W. Fischer, Faegre & Benson LLP, of Boulder,

Colorado, argued for defendants-cross appellants.
With him on the brief were Neal S. Cohen and Peter

J. Kinsella. Of counsel on the brief were Maurice

M. Klee, Law Office of Maurice M. Klee, Ph.D.,

Fairfield, Connecticut, and Kenneth C. Bass, III,

Sterne, Kessler, Goldstein & Fox, of Washington,

DC. Of counsel was Scott E. Holwick, Faegre &

Benson LLP.

*1306 John M. Whealan, Solicitor, United States

Patent and Trademark Office, of Alexandria,

Virginia, argued for amicus curiae United States.

With him on the brief were James A. Toupin, General
Counsel; Cynthia C. Lynch; Linda Moncys Isacson;

and Thomas W. Krause, Associate Solicitors. Of

counsel on the brief were Peter D. Keisler, Assistant

Attorney General; John J. Fargo, Director,

Commercial Litigation Branch, and Anthony J.

Steinmeyer, Attorney, Appellate Staff, Civil

Division, United States Department of Justice, of

Washington, DC; and William E. Kovacic, General

Counsel, and Suzanne T. Michel, Chief Counsel for

Intellectual Property, Federal Trade Commission, of

Washington, DC.

Robert L. Baechtold, Fitzpatrick, Cella, Harper &
Scinto, of New York, New York, for amici curiae

Novartis Pharmaceuticals Corporation, et al. With

him on the brief were Nicholas N. Kallas, Stevan J.

Bosses, and Brian V. Slater.

Paul H. Berghoff, McDonnell Boehnen Hulbert &

Berghoff LLP, of Chicago, Illinois, for amicus curiae

Intellectual Property Owners Association. With him

on the brief was Joshua R. Rich. Of counsel on the

brief was J. Jeffery Hawley, President, Intellectual

Property Owners Association, of Washington, DC.

Of counsel was Herbert C. Wamsley, Intellectual
Property Owners Association.

Charles W. Bradley, Rader, Fishman & Grauer,

PLLC, of Bloomfield Hills, Michigan, for amicus

curiae Charles W. Bradley.

Henry C. Bunsow, Howrey Simon Arnold & White,

LLP, of San Francisco, California, for amicus curiae

AD HOC Committee of Patent Owners in the

Wireless Industry. With him on the brief were

Robert C. Laurenson and David W. Long. Of counsel

on the brief were Robert D. Yeager, Thomas J.

Edgington, and Mark G. Knedeisen, Kirkpatrick &

Lockhart LLP, of Pittsburgh, Pennsylvania.

Alexander C. Johnson, Jr., Marger, Johnson &

McCollom, P.C., of Portland, Oregon, for amicus

curiae Oregon Patent Law Association.

Alice A. Kipel, Steptoe & Johnson, LLP, of

Washington, DC, for amicus curiae International

Trade Commission Trial Lawyers Association.

Stephen P. McNamara, St. Onge Steward Johnston &

Reens LLC, of Stamford, Connecticut, for amicus

curiae Connecticut Intellectual Property Law
Association. With him on the brief was Richard J.

Basile. Of counsel on the brief were William J.

Sapone, Coleman Sudol Sapone, P.C., of Bridgeport,

Connecticut, Michael J. Rye, Cantor Colburn LLP, of

Bloomfield, Connecticut.

Douglas E. Olson, Paul, Hastings, Janofsky &

Walker, LLP, of San Diego, California, for amicus

curiae San Diego Intellectual Property Law

Association. With him on the brief were Kurt M.

Kjelland, John E. Peterson, and April M. Alex. Of

counsel on the brief were Ned A. Israelsen, Knobbe
Martens Olson & Bear, LLP, of San Diego,

California, and William L. Respess, Nanogen, Inc., of

San Diego, California.

John Will Ongman, Barnes & Thornburg LLP, of

Washington, DC, for amicus curiae Biotechnology

Industry Organization. With him on the brief was

Alice O. Martin, of Chicago, Illinois. Of counsel on

the brief was Stephan E. Lawton, Vice President and

General Counsel, Biotechnology Industry

Organization, of Washington, DC.

Steve Z. Szczepanski, Kelley Drye & Warren LLP, of

Chicago, Illinois, for amicus curiae Parus Holdings,
Inc. With him on the brief was Mary Jo Boldingh.

*1307 Frederick A. Tecce, McShea Tecce, P.C., of

Philadelphia, Pennsylvania, for amici curiae McShea

Tecce, P.C., et al.

Michael P. Dougherty, Morgan & Finnegan, L.L.P.,

of New York, New York, for amicus curiae Federal

Circuit Bar Association. Of counsel on the brief was

Charles F. Schill, President, Federal Circuit Bar

Association, of Washington, DC.

Edward D. Manzo, Cook, Alex, McFarron, Manzo,

Cummings & Mehler, Ltd., of Chicago, Illinois, for
amicus curiae The Intellectual Property Law

Association of Chicago. Of counsel with him on the

brief were Patrick G. Burns, Greer, Burns & Crain,

Ltd., of Chicago, Illinois, Dean A. Monco, Wood,

Phillips, Katz, Clark & Mortimer, of Chicago,

Illinois, Bradford P. Lyerla, Marshall, Gerstein &

Borun, of Chicago, Illinois, and Timothy J. Vezeau,

Katten Muchin Zavis Rosenman, of Chicago, Illinois.

Maxim H. Waldbaum, Schiff Hardin LLP, of New

York, New York, for amicus curiae Federation

Internationale Des Conseils En Propriete Industrielle.

Of counsel on the brief was John P. Sutton, of San
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Francisco, California.

Michael R. Dzwonczyk, Sughrue Mion, PLLC, of

Washington, DC, for amicus curiae Sughrue Mion,

PLLC. With him on the brief were Frank L. Bernstein

of Mountain View, California, and Brandon M.

White of Washington, DC.

Sharon A. Israel, Jenkens & Gilchrist, P.C., of

Houston, Texas, for amicus curiae Houston

Intellectual Property Law Association. Of counsel
on the brief were Jeremy P. Welch, Jonathan M.

Pierce, and Jeffrey L. Johnson, Conley Rose, P.C., of

Houston, Texas.

George C. Summerfield, Jr., Stadheim & Grear, of

Chicago, Illinois, for amici curiae The Wisconsin

Alumni Research Foundation, et al. With him on the

brief were Joseph A. Grear and Keith A. Vogt.

Bruce M. Wexler, Fitzpatrick, Cella, Harper &

Scinto, of New York, New York, for amicus curiae

New York Intellectual Property Law Association.

With him on the brief were Matthew S. Seidner and
John D. Murnane.

Rick D. Nydegger, Workman Nydegger, of Salt Lake

City, Utah, for amicus curiae American Intellectual

Property Law Association. With him on the brief

was David R. Todd. Of counsel on the brief were

Denise W. DeFranco, Foley Hoag LLP, of Boston,

Massachusetts, and Joseph R. Re and Joseph S.

Cianfrani, Knobbe Martens Olson & Bear, of Irvine,

California.

Christopher Landau, Kirkland & Ellis LLP, of

Washington, DC, for amicus curiae Infineon

Technologies North America Corp. With him on the
brief were John C. O'Quinn, of Washington, DC, and

John M. Desmarais, Gregory S. Arovas, and Michael

P. Stadnick, of New York, New York.

Mark I. Levy, Kilpatrick Stockton, LLP, of

Washington, DC, for amicus curiae Association of

Corporate Counsel. With him on the brief were

Anthony B. Askew and Eugene B. Joswick, of

Atlanta, Georgia. Of counsel on the brief were

Frederick J. Krebs and Susan Hackett of Washington,

DC, Nelson A. Blish, Eastman Kodak, of Rochester,

New York, John W. Hogan, Jr., Wyeth, of Madison,
New Jersey, and Taraneh Maghame, Hewlett

Packard, of Cupertino, California.

Mark A. Lemley, Keker & VanNest, LLP, of San

Francisco, California, for amici curiae Intel

Corporation, et al. With him on the brief were Brian

L. Ferrall and Ryan M. Kent.

Erik Paul Belt, Bromberg and Sunstein LLP, of

Boston, Massachusetts, for amicus curiae Boston

Patent Law Association. Of *1308 counsel on the

brief was Peter Corless, Edwards and Angell LLP, of

Boston, Massachusetts.

Susan M. Dadio, Burns, Doane, Swecker & Mathis,

L.L.P., of Alexandria, Virginia, for amicus curiae Bar

Association of the District of Columbia-Patent,

Trademark & Copyright Section. Of counsel on the

brief was Lynn E. Eccleston, The Eccleston Law

Firm, of Washington, DC.

W. Thomas McGough, Jr., Reed Smith LLP, of

Pittsburgh, Pennsylvania, for amicus curiae Medrad,

Inc. With him on the brief were Frederick H. Colen

and Barry J. Coyne. Of counsel on the brief was
Gregory L. Bradley, Medrad, Inc., of Indianola,

Pennsylvania.

Peter A. Sullivan, Hughes Hubbard & Reed LLP, of

New York, New York, for amicus curiae The

Association of the Bar of the City of New York. Of

counsel on the brief was Catriona M. Collins, Cowan,

Liebowitz & Latman, P.C., of New York, New York.

Anthony R. Zeuli, Merchant & Gould P.C., of

Minneapolis, Minnesota, for amicus curiae

Association of Patent Law Firms. With him on the

brief were Thomas J. Leach, III and Rachel Clark-
Hughey. Of counsel on the brief were Scott P.

McBride and Christopher R. Carroll, McAndrews,

Held & Malloy Ltd., of Chicago, Illinois, and Eric R.

Moran, McDonnell, Boehnen, Hulbert & Berghoff

LLP, of Chicago, Illinois.

Daniel B. Ravicher, Public Patent Foundation, of

New York, New York, for amicus curiae Public

Patent Foundation.

Theodore T. Herhold, Townsend and Townsend and

Crew LLP, of Palo Alto, California, for amici curiae

VISA U.S.A. Inc., et al. With him on the brief were

Daniel J. Furniss, Susan M. Spaeth, Madison C.
Jellins, and Mark G. Sandbaken.

Mark A. Goldstein, SoCal IP Law Group, of

Westlake Village, California, for amicus curiae

Conejo Valley Bar Association. With him on the

brief were Steven C. Sereboff and Joel G. Landau.

Robert J. Grey, Jr., President, American Bar

Association, of Chicago, Illinois, for amicus curiae

American Bar Association. With him on the brief

was William L. LaFuze. Of counsel on the brief

were Donald R. Dunner and Richard L. Rainey,

Finnegan, Henderson, Farabow, Garrett & Dunner,
L.L.P., of Washington, DC.

R. Polk Wagner, University of Pennsylvania Law

School, of Philadelphia, Pennsylvania, for amicus

curiae Patent Law Professors R. Polk Wagner, et al.

Joshua D. Sarnoff, Washington College of Law,

American University, of Washington, DC, for amici

curiae Consumers Union, et al.

Laura M. Slenzak, Siemens Corporation, of Auburn

Hills, Michigan, for amicus curiae The State Bar of

Michigan, Intellectual Property Law Section, joined

in the brief of the New York Intellectual Property

Law Association.
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Lea Hall Speed, Baker, Donelson, Bearman &

Caldwell, of Memphis, Tennessee, for amicus curiae

Tennessee Bar Association, joined in the brief of the

New York Intellectual Property Law Association.

Before MICHEL, Chief Judge, NEWMAN, MAYER,

LOURIE, CLEVENGER, RADER, SCHALL,

BRYSON, GAJARSA, LINN, DYK, and PROST,

Circuit Judges.

Opinion for the court filed by Circuit Judge

BRYSON, in which Chief Judge MICHEL and

Circuit Judges CLEVENGER, RADER, SCHALL,

GAJARSA, LINN, DYK, and PROST join; and in

which Circuit Judge LOURIE joins with respect to

parts I, II, III, V, and VI; *1309 and in which Circuit

Judge PAULINE NEWMAN joins with respect to

parts I, II, III, and V. Opinion concurring in part and

dissenting in part filed by Circuit Judge LOURIE, in

which Circuit Judge PAULINE NEWMAN joins.
Dissenting opinion filed by Circuit Judge MAYER,

in which Circuit Judge PAULINE NEWMAN

joins.BRYSON, Circuit Judge.

Edward H. Phillips invented modular, steel-shell

panels that can be welded together to form

vandalism-resistant walls. The panels are especially

useful in building prisons because they are load-

bearing and impact-resistant, while also insulating

against fire and noise. Mr. Phillips obtained a patent

on the invention, U.S. Patent No. 4,677,798 (“the

'798 patent”), and he subsequently entered into an

arrangement with AWH Corporation, Hopeman
Brothers, Inc., and Lofton Corporation (collectively

“AWH”) to market and sell the panels. That

arrangement ended in 1990. In 1991, however, Mr.

Phillips received a sales brochure from AWH that

suggested to him that AWH was continuing to use his

trade secrets and patented technology without his

consent. In a series of letters in 1991 and 1992, Mr.

Phillips accused AWH of patent infringement and

trade secret misappropriation. Correspondence

between the parties regarding the matter ceased after

that time.

In February 1997, Mr. Phillips brought suit in the

United States District Court for the District of

Colorado charging AWH with misappropriation of

trade secrets and infringement of claims 1, 21, 22, 24,

25, and 26 of the '798 patent. Phillips v. AWH Corp.,
No. 97-N-212 (D.Colo.). The district court

dismissed the trade secret misappropriation claim as

barred by Colorado's three-year statute of limitations.

With regard to the patent infringement issue, the

district court focused on the language of claim 1,

which recites “further means disposed inside the shell

for increasing its load bearing capacity comprising

internal steel baffles extending inwardly from the

steel shell walls.” The court interpreted that

language as “a means ... for performing a specified

function,” subject to 35 U.S.C. § 112, paragraph 6,

which provides that such a claim “shall be construed

to cover the corresponding structure, material, or acts

described in the specification and equivalents
thereof.” Looking to the specification of the '798

patent, the court noted that “every textual reference in

the Specification and its diagrams show baffle

deployment at an angle other than 90 to the wall

faces” and that “placement of the baffles at such

angles creates an intermediate interlocking, but not

solid, internal barrier.” The district court therefore

ruled that, for purposes of the '798 patent, a baffle

must “extend inward from the steel shell walls at an

oblique or acute angle to the wall face” and must

form part of an interlocking barrier in the interior of
the wall module. Because Mr. Phillips could not

prove infringement under that claim construction, the

district court granted summary judgment of

noninfringement.

Mr. Phillips appealed with respect to both the trade

secret and patent infringement claims. A panel of

this court affirmed on both issues. Phillips v. AWH
Corp., 363 F.3d 1207 (Fed.Cir.2004). As to the

trade secret claim, the panel unanimously upheld the

district court's ruling that the claim was barred by the

applicable statute of limitations. Id. at 1215. As to
the patent infringement claims, the panel was

divided. The majority sustained the district court's

summary judgment of noninfringement, although on

different grounds. The dissenting judge would have

reversed the summary judgment of noninfringement.

*1310 The panel first determined that because the

asserted claims of the '798 patent contain a sufficient

recitation of structure, the district court erred by

construing the term “baffles” to invoke the “means-

plus-function” claim format authorized by section
112, paragraph 6. Id. at 1212. Nonetheless, the panel

concluded that the patent uses the term “baffles” in a

restrictive manner. Based on the patent's written

description, the panel held that the claim term

“baffles” excludes structures that extend at a 90

degree angle from the walls. The panel noted that

the specification repeatedly refers to the ability of the

claimed baffles to deflect projectiles and that it

describes the baffles as being “disposed at such

angles that bullets which might penetrate the outer

steel panels are deflected.” '798 patent, col. 2, ll. 13-

15; see also id. at col. 5, ll. 17-19 (baffles are
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“disposed at angles which tend to deflect the

bullets”). In addition, the panel observed that

nowhere in the patent is there any disclosure of a

baffle projecting from the wall at a right angle and

that baffles oriented at 90 degrees to the wall were

found in the prior art. Based on “the specification's

explicit descriptions,” the panel concluded “that the

patentee regarded his invention as panels providing

impact or projectile resistance and that the baffles
must be oriented at angles other than 90.” Phillips,
363 F.3d at 1213. The panel added that the patent

specification “is intended to support and inform the

claims, and here it makes it unmistakably clear that

the invention involves baffles angled at other than

90.” Id. at 1214. The panel therefore upheld the

district court's summary judgment of

noninfringement.

The dissenting judge argued that the panel had

improperly limited the claims to the particular
embodiment of the invention disclosed in the

specification, rather than adopting the “plain

meaning” of the term “baffles.” The dissenting

judge noted that the parties had stipulated that

“baffles” are a “means for obstructing, impeding, or

checking the flow of something,” and that the panel

majority had agreed that the ordinary meaning of

baffles is “something for deflecting, checking, or

otherwise regulating flow.” Phillips, 363 F.3d at

1216-17. In the dissent's view, nothing in the

specification redefined the term “baffles” or

constituted a disclaimer specifically limiting the term
to less than the full scope of its ordinary meaning.

Instead, the dissenting judge contended, the

specification “merely identifies impact resistance as

one of several objectives of the invention.” Id. at

1217. In sum, the dissent concluded that “there is no

reason to supplement the plain meaning of the claim

language with a limitation from the preferred

embodiment.” Id. at 1218. Consequently, the

dissenting judge argued that the court should have

adopted the general purpose dictionary definition of

the term baffle, i.e., “something for deflecting,
checking, or otherwise regulating flow,” id., and

therefore should have reversed the summary

judgment of noninfringement.

This court agreed to rehear the appeal en banc and

vacated the judgment of the panel. Phillips v. AWH
Corp., 376 F.3d 1382 (Fed.Cir.2004). We now

affirm the portion of the district court's judgment

addressed to the trade secret misappropriation claims.

However, we reverse the portion of the court's

judgment addressed to the issue of infringement.

I

Claim 1 of the '798 patent is representative of the

asserted claims with respect to the use of the term

“baffles.” It recites:

Building modules adapted to fit together for

construction of fire, sound and impact resistant

security barriers and rooms for use in securing
records and *1311 persons, comprising in

combination, an outer shell ..., sealant means ... and

further means disposed inside the shell for increasing

its load bearing capacity comprising internal steel

baffles extending inwardly from the steel shell walls.

[1] As a preliminary matter, we agree with the panel

that the term “baffles” is not means-plus-function

language that invokes 35 U.S.C. § 112, paragraph 6.

To be sure, the claim refers to “means disposed
inside the shell for increasing its load bearing

capacity,” a formulation that would ordinarily be

regarded as invoking the means-plus-function claim

format. However, the claim specifically identifies

“internal steel baffles” as structure that performs the

recited function of increasing the shell's load-bearing

capacity. In contrast to the “load bearing means”

limitation, the reference to “baffles” does not use the

word “means,” and we have held that the absence of

that term creates a rebuttable presumption that

section 112, paragraph 6, does not apply. See
Personalized Media Communications, LLC v. Int'l
Trade Comm'n, 161 F.3d 696, 703-04 (Fed.Cir.1998).

Means-plus-function claiming applies only to purely

functional limitations that do not provide the

structure that performs the recited function. See
Watts v. XL Sys., Inc., 232 F.3d 877, 880-81

(Fed.Cir.2000). While the baffles in the '798 patent

are clearly intended to perform several functions, the

term “baffles” is nonetheless structural; it is not a

purely functional placeholder in which structure is

filled in by the specification. See TurboCare Div. of
Demag Delaval Turbomachinery Corp. v. Gen. Elec.
Co., 264 F.3d 1111, 1121 (Fed.Cir.2001) (reasoning

that nothing in the specification or prosecution

history suggests that the patentee used the term

“compressed spring” to denote any structure that is

capable of performing the specified function);

Greenberg v. Ethicon Endo-Surgery, Inc., 91 F.3d

1580, 1583 (Fed.Cir.1996) (construing the term

“detent mechanism” to refer to particular structure,

even though the term has functional connotations).

The claims and the specification unmistakably

establish that the “steel baffles” refer to particular
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physical apparatus. The claim characterizes the

baffles as “extend [ing] inwardly” from the steel shell

walls, which plainly implies that the baffles are

structures. The specification likewise makes clear

that the term “steel baffles” refers to particular

internal wall structures and is not simply a general

description of any structure that will perform a

particular function. See, e.g., '798 patent, col. 4, ll.

25-26 (“the load bearing baffles 16 are optionally
used with longer panels”); id., col. 4, ll. 49-50

(opposing panels are “compressed between the flange

35 and the baffle 26”). Because the term “baffles” is

not subject to section 112, paragraph 6, we agree with

the panel that the district court erred by limiting the

term to corresponding structures disclosed in the

specification and their equivalents. Accordingly, we

must determine the correct construction of the

structural term “baffles,” as used in the '798 patent.

II

The first paragraph of section 112 of the Patent Act,

35 U.S.C. § 112, states that the specification

shall contain a written description of the invention,

and of the manner and process of making and using

it, in such full, clear, concise, and exact terms as to

enable any person skilled in the art to which it

pertains ... to make and use the same ....

The second paragraph of section 112 provides that

the specificationshall conclude with one or more
claims particularly pointing out and distinctly *1312

claiming the subject matter which the applicant

regards as his invention.

Those two paragraphs of section 112 frame the issue

of claim interpretation for us. The second paragraph

requires us to look to the language of the claims to

determine what “the applicant regards as his

invention.” On the other hand, the first paragraph

requires that the specification describe the invention
set forth in the claims. The principal question that

this case presents to us is the extent to which we

should resort to and rely on a patent's specification in

seeking to ascertain the proper scope of its claims.

This is hardly a new question. The role of the

specification in claim construction has been an issue

in patent law decisions in this country for nearly two

centuries. We addressed the relationship between

the specification and the claims at some length in our

en banc opinion in Markman v. Westview
Instruments, Inc., 52 F.3d 967, 979-81 (Fed.Cir.1995)

(en banc), aff'd, 517 U.S. 370, 116 S.Ct. 1384, 134

L.Ed.2d 577 (1996). We again summarized the

applicable principles in Vitronics Corp. v.
Conceptronic, Inc., 90 F.3d 1576 (Fed.Cir.1996), and

more recently in Innova/Pure Water, Inc. v. Safari
Water Filtration Systems, Inc., 381 F.3d 1111

(Fed.Cir.2004). What we said in those cases bears

restating, for the basic principles of claim

construction outlined there are still applicable, and
we reaffirm them today. We have also previously

considered the use of dictionaries in claim

construction. What we have said in that regard

requires clarification.

A

[2] It is a “bedrock principle” of patent law that “the

claims of a patent define the invention to which the

patentee is entitled the right to exclude.” Innova,
381 F.3d at 1115; see also Vitronics, 90 F.3d at 1582

(“we look to the words of the claims themselves ... to

define the scope of the patented invention”);

Markman, 52 F.3d at 980 (“The written description

part of the specification itself does not delimit the

right to exclude. That is the function and purpose of

claims.”). That principle has been recognized since

at least 1836, when Congress first required that the

specification include a portion in which the inventor

“shall particularly specify and point out the part,

improvement, or combination, which he claims as his

own invention or discovery.” Act of July 4, 1836,
ch. 357, § 6, 5 Stat. 117, 119. In the following

years, the Supreme Court made clear that the claims

are “of primary importance, in the effort to ascertain

precisely what it is that is patented.” Merrill v.
Yeomans, 94 U.S. 568, 570, 24 L.Ed. 235 (1876).

Because the patentee is required to “define precisely

what his invention is,” the Court explained, it is

“unjust to the public, as well as an evasion of the law,

to construe it in a manner different from the plain

import of its terms.” White v. Dunbar, 119 U.S. 47,

52, 7 S.Ct. 72, 30 L.Ed. 303 (1886); see also Cont'l
Paper Bag Co. v. E. Paper Bag Co., 210 U.S. 405,

419, 28 S.Ct. 748, 52 L.Ed. 1122 (1908) (“the claims

measure the invention”); McCarty v. Lehigh Valley
R.R. Co., 160 U.S. 110, 116, 16 S.Ct. 240, 40 L.Ed.

358 (1895) (“if we once begin to include elements

not mentioned in the claim, in order to limit such

claim ..., we should never know where to stop”); Aro
Mfg. Co. v. Convertible Top Replacement Co., 365

U.S. 336, 339, 81 S.Ct. 599, 5 L.Ed.2d 592 (1961)

(“the claims made in the patent are the sole measure

of the grant”).
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[3] We have frequently stated that the words of a

claim “are generally given their ordinary and

customary meaning.” Vitronics, 90 F.3d at 1582; see
also Toro Co. v. White Consol. Indus., Inc., 199 F.3d

1295, 1299 (Fed.Cir.1999); *1313Renishaw PLC v.
Marposs Societa' per Azioni, 158 F.3d 1243, 1249

(Fed.Cir.1998). We have made clear, moreover, that

the ordinary and customary meaning of a claim term

is the meaning that the term would have to a person
of ordinary skill in the art in question at the time of

the invention, i.e., as of the effective filing date of the

patent application. See Innova, 381 F.3d at 1116 (“A

court construing a patent claim seeks to accord a

claim the meaning it would have to a person of

ordinary skill in the art at the time of the invention.”);

Home Diagnostics, Inc. v. LifeScan, Inc., 381 F.3d

1352, 1358 (Fed.Cir.2004) (“customary meaning”

refers to the “customary meaning in [the] art field”);

Ferguson Beauregard/Logic Controls v. Mega Sys.,
LLC, 350 F.3d 1327, 1338 (Fed.Cir.2003) (claim
terms “are examined through the viewing glass of a

person skilled in the art”); see also PC Connector
Solutions LLC v. SmartDisk Corp., 406 F.3d 1359,

1363 (Fed.Cir.2005) (meaning of claim “must be

interpreted as of [the] effective filing date” of the

patent application); Schering Corp. v. Amgen Inc.,
222 F.3d 1347, 1353 (Fed.Cir.2000) (same).

The inquiry into how a person of ordinary skill in the

art understands a claim term provides an objective

baseline from which to begin claim interpretation.

See Innova, 381 F.3d at 1116. That starting point is
based on the well-settled understanding that inventors

are typically persons skilled in the field of the

invention and that patents are addressed to and

intended to be read by others of skill in the pertinent

art. See Verve, LLC v. Crane Cams, Inc., 311 F.3d

1116, 1119 (Fed.Cir.2002) (patent documents are

meant to be “a concise statement for persons in the

field”); In re Nelson, 47 C.C.P.A. 1031, 280 F.2d

172, 181 (1960) (“The descriptions in patents are not

addressed to the public generally, to lawyers or to

judges, but, as section 112 says, to those skilled in the
art to which the invention pertains or with which it is

most nearly connected.”).

[4] Importantly, the person of ordinary skill in the art

is deemed to read the claim term not only in the

context of the particular claim in which the disputed

term appears, but in the context of the entire patent,

including the specification. This court explained that

point well in Multiform Desiccants, Inc. v. Medzam,
Ltd., 133 F.3d 1473, 1477 (Fed.Cir.1998):

It is the person of ordinary skill in the field of the

invention through whose eyes the claims are

construed. Such person is deemed to read the words

used in the patent documents with an understanding

of their meaning in the field, and to have knowledge

of any special meaning and usage in the field. The

inventor's words that are used to describe the

invention-the inventor's lexicography-must be

understood and interpreted by the court as they would

be understood and interpreted by a person in that

field of technology. Thus the court starts the
decisionmaking process by reviewing the same

resources as would that person, viz., the patent

specification and the prosecution history.

See also Medrad, Inc. v. MRI Devices Corp., 401

F.3d 1313, 1319 (Fed.Cir.2005) (“We cannot look at

the ordinary meaning of the term ... in a vacuum.

Rather, we must look at the ordinary meaning in the

context of the written description and the prosecution

history.”); V-Formation, Inc. v. Benetton Group SpA,
401 F.3d 1307, 1310 (Fed.Cir.2005) (intrinsic record
“usually provides the technological and temporal

context to enable the court to ascertain the meaning

of the claim to one of ordinary skill in the art at the

time of the invention”); *1314Unitherm Food Sys.,
Inc. v. Swift-Eckrich, Inc., 375 F.3d 1341, 1351

(Fed.Cir.2004) (proper definition is the “definition

that one of ordinary skill in the art could ascertain

from the intrinsic evidence in the record”).

B

In some cases, the ordinary meaning of claim

language as understood by a person of skill in the art

may be readily apparent even to lay judges, and claim

construction in such cases involves little more than

the application of the widely accepted meaning of

commonly understood words. See Brown v. 3M, 265

F.3d 1349, 1352 (Fed.Cir.2001) (holding that the

claims did “not require elaborate interpretation”). In

such circumstances, general purpose dictionaries may

be helpful. In many cases that give rise to litigation,

however, determining the ordinary and customary
meaning of the claim requires examination of terms

that have a particular meaning in a field of art.

Because the meaning of a claim term as understood

by persons of skill in the art is often not immediately

apparent, and because patentees frequently use terms

idiosyncratically, the court looks to “those sources

available to the public that show what a person of

skill in the art would have understood disputed claim

language to mean.” Innova, 381 F.3d at 1116.

Those sources include “the words of the claims

themselves, the remainder of the specification, the

prosecution history, and extrinsic evidence
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concerning relevant scientific principles, the meaning

of technical terms, and the state of the art.” Id.; see
also Gemstar-TV Guide Int'l, Inc. v. Int'l Trade
Comm'n, 383 F.3d 1352, 1364 (Fed.Cir.2004);

Vitronics, 90 F.3d at 1582-83; Markman, 52 F.3d at

979-80.

1

Quite apart from the written description and the

prosecution history, the claims themselves provide

substantial guidance as to the meaning of particular

claim terms. See Vitronics, 90 F.3d at 1582; see
also ACTV, Inc. v. Walt Disney Co., 346 F.3d 1082,

1088 (Fed.Cir.2003) (“the context of the surrounding

words of the claim also must be considered in

determining the ordinary and customary meaning of

those terms”).

To begin with, the context in which a term is used in

the asserted claim can be highly instructive. To take

a simple example, the claim in this case refers to

“steel baffles,” which strongly implies that the term

“baffles” does not inherently mean objects made of

steel. This court's cases provide numerous similar

examples in which the use of a term within the claim

provides a firm basis for construing the term. See,
e.g., Mars, Inc. v. H.J. Heinz Co., 377 F.3d 1369,

1374 (Fed.Cir.2004) (claim term “ingredients”

construed in light of the use of the term “mixture” in

the same claim phrase); Process Control Corp. v.
HydReclaim Corp., 190 F.3d 1350, 1356

(Fed.Cir.1999) (claim term “discharge rate”

construed in light of the use of the same term in

another limitation of the same claim).

[5][6] Other claims of the patent in question, both

asserted and unasserted, can also be valuable sources

of enlightenment as to the meaning of a claim term.

Vitronics, 90 F.3d at 1582. Because claim terms are

normally used consistently throughout the patent, the

usage of a term in one claim can often illuminate the
meaning of the same term in other claims. See
Rexnord Corp. v. Laitram Corp., 274 F.3d 1336,

1342 (Fed.Cir.2001); CVI/Beta Ventures, Inc. v.
Tura LP, 112 F.3d 1146, 1159 (Fed.Cir.1997).

Differences among claims can also be a useful guide

in understanding the meaning of particular claim

terms. See Laitram Corp. v. Rexnord, Inc., 939 F.2d

1533, 1538 (Fed.Cir.1991). For example,*1315 the

presence of a dependent claim that adds a particular

limitation gives rise to a presumption that the

limitation in question is not present in the

independent claim. See Liebel-Flarsheim Co. v.

Medrad, Inc., 358 F.3d 898, 910 (Fed.Cir.2004).

2

[7][8] The claims, of course, do not stand alone.

Rather, they are part of “a fully integrated written

instrument,” Markman, 52 F.3d at 978, consisting

principally of a specification that concludes with the
claims. For that reason, claims “must be read in

view of the specification, of which they are a part.”

Id. at 979. As we stated in Vitronics, the

specification “is always highly relevant to the claim

construction analysis. Usually, it is dispositive; it is

the single best guide to the meaning of a disputed

term.” 90 F.3d at 1582.

This court and its predecessors have long emphasized

the importance of the specification in claim

construction. In Autogiro Co. of America v. United
States, 181 Ct.Cl. 55, 384 F.2d 391, 397-98 (1967),

the Court of Claims characterized the specification as

“a concordance for the claims,” based on the

statutory requirement that the specification “describe

the manner and process of making and using” the

patented invention. The Court of Customs and

Patent Appeals made a similar point. See In re Fout,
675 F.2d 297, 300 (CCPA 1982) (“Claims must

always be read in light of the specification. Here,

the specification makes plain what the appellants did

and did not invent ....”).

Shortly after the creation of this court, Judge Rich

wrote that “[t]he descriptive part of the specification

aids in ascertaining the scope and meaning of the

claims inasmuch as the words of the claims must be

based on the description. The specification is, thus,

the primary basis for construing the claims.”

Standard Oil Co. v. Am. Cyanamid Co., 774 F.2d

448, 452 (Fed.Cir.1985). On numerous occasions

since then, we have reaffirmed that point, stating that

“[t]he best source for understanding a technical term

is the specification from which it arose, informed, as
needed, by the prosecution history.” Multiform
Desiccants, 133 F.3d at 1478; Metabolite Labs., Inc.
v. Lab. Corp. of Am. Holdings, 370 F.3d 1354, 1360

(Fed.Cir.2004) (“In most cases, the best source for

discerning the proper context of claim terms is the

patent specification wherein the patent applicant

describes the invention.”); see also, e.g., Kinik Co.
v. Int'l Trade Comm'n, 362 F.3d 1359, 1365

(Fed.Cir.2004) (“The words of patent claims have the

meaning and scope with which they are used in the

specification and the prosecution history.”); Moba,
B.V. v. Diamond Automation, Inc., 325 F.3d 1306,
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1315 (Fed.Cir.2003) (“[T]he best indicator of claim

meaning is its usage in context as understood by one

of skill in the art at the time of invention.”).

That principle has a long pedigree in Supreme Court

decisions as well. See Hogg v. Emerson, 47 U.S. (6

How.) 437, 482, 12 L.Ed. 505 (1848) (the

specification is a “component part of the patent” and

“is as much to be considered with the [letters patent]
in construing them, as any paper referred to in a deed

or other contract”); Bates v. Coe, 98 U.S. 31, 38, 25

L.Ed. 68 (1878) (“in case of doubt or ambiguity it is

proper in all cases to refer back to the descriptive

portions of the specification to aid in solving the

doubt or in ascertaining the true intent and meaning

of the language employed in the claims”); White v.
Dunbar, 119 U.S. 47, 51, 7 S.Ct. 72, 30 L.Ed. 303

(1886) (specification is appropriately resorted to “for

the purpose of better understanding the meaning of

the claim”); *1316 Schriber-Schroth Co. v.
Cleveland Trust Co., 311 U.S. 211, 217, 61 S.Ct.

235, 85 L.Ed. 132 (1940) (“The claims of a patent are

always to be read or interpreted in light of its

specifications.”); United States v. Adams, 383 U.S.

39, 49, 86 S.Ct. 708, 15 L.Ed.2d 572 (1966) (“[I]t is

fundamental that claims are to be construed in the

light of the specifications and both are to be read with

a view to ascertaining the invention.”).

The importance of the specification in claim

construction derives from its statutory role. The

close kinship between the written description and the
claims is enforced by the statutory requirement that

the specification describe the claimed invention in

“full, clear, concise, and exact terms.” 35 U.S.C. §

112, para. 1; see Netword, LLC v. Centraal Corp.,
242 F.3d 1347, 1352 (Fed.Cir.2001) (“The claims are

directed to the invention that is described in the

specification; they do not have meaning removed

from the context from which they arose.”); see also
Markman v. Westview Instruments, Inc., 517 U.S.

370, 389, 116 S.Ct. 1384, 134 L.Ed.2d 577 (1996)

(“[A claim] term can be defined only in a way that
comports with the instrument as a whole.”). In light

of the statutory directive that the inventor provide a

“full” and “exact” description of the claimed

invention, the specification necessarily informs the

proper construction of the claims. See Merck & Co.
v. Teva Pharms. USA, Inc., 347 F.3d 1367, 1371

(Fed.Cir.2003) (“A fundamental rule of claim

construction is that terms in a patent document are

construed with the meaning with which they are

presented in the patent document. Thus claims must

be construed so as to be consistent with the

specification, of which they are a part.”) (citations

omitted). In Renishaw, this court summarized that

point succinctly:

Ultimately, the interpretation to be given a term can

only be determined and confirmed with a full

understanding of what the inventors actually invented

and intended to envelop with the claim. The

construction that stays true to the claim language and

most naturally aligns with the patent's description of

the invention will be, in the end, the correct
construction.

158 F.3d at 1250 (citations omitted).

[9][10] Consistent with that general principle, our

cases recognize that the specification may reveal a

special definition given to a claim term by the

patentee that differs from the meaning it would

otherwise possess. In such cases, the inventor's

lexicography governs. See CCS Fitness, Inc. v.
Brunswick Corp., 288 F.3d 1359, 1366
(Fed.Cir.2002). In other cases, the specification may

reveal an intentional disclaimer, or disavowal, of

claim scope by the inventor. In that instance as well,

the inventor has dictated the correct claim scope, and

the inventor's intention, as expressed in the

specification, is regarded as dispositive. See SciMed
Life Sys., Inc. v. Advanced Cardiovascular Sys., Inc.,
242 F.3d 1337, 1343-44 (Fed.Cir.2001).

The pertinence of the specification to claim

construction is reinforced by the manner in which a

patent is issued. The Patent and Trademark Office
(“PTO”) determines the scope of claims in patent

applications not solely on the basis of the claim

language, but upon giving claims their broadest

reasonable construction “in light of the specification

as it would be interpreted by one of ordinary skill in

the art.” In re Am. Acad. of Sci. Tech. Ctr., 367 F.3d

1359, 1364 (Fed.Cir.2004). Indeed, the rules of the

PTO require that application claims must “conform to

the invention as set forth in the remainder of the

specification and the terms and phrases used in the

claims must find clear support or antecedent basis in
the description *1317 so that the meaning of the

terms in the claims may be ascertainable by reference

to the description.” 37 C.F.R. § 1.75(d)(1). It is

therefore entirely appropriate for a court, when

conducting claim construction, to rely heavily on the

written description for guidance as to the meaning of

the claims.

3

[11][12] In addition to consulting the specification,

ACC's 2007 ANNUAL MEETING Enjoying the Ride on the Track to Success

64 of 129



415 F.3d 1303 Page 13

415 F.3d 1303, 75 U.S.P.Q.2d 1321

(Cite as: 415 F.3d 1303)

© 2007 Thomson/West. No Claim to Orig. U.S. Govt. Works.

we have held that a court “should also consider the

patent's prosecution history, if it is in evidence.”

Markman, 52 F.3d at 980; see also Graham v. John
Deere Co., 383 U.S. 1, 33, 86 S.Ct. 684, 15 L.Ed.2d

545 (1966) (“[A]n invention is construed not only in

the light of the claims, but also with reference to the

file wrapper or prosecution history in the Patent

Office.”). The prosecution history, which we have

designated as part of the “intrinsic evidence,”
consists of the complete record of the proceedings

before the PTO and includes the prior art cited during

the examination of the patent. Autogiro, 384 F.2d at

399. Like the specification, the prosecution history

provides evidence of how the PTO and the inventor

understood the patent. See Lemelson v. Gen. Mills,
Inc., 968 F.2d 1202, 1206 (Fed.Cir.1992).

Furthermore, like the specification, the prosecution

history was created by the patentee in attempting to

explain and obtain the patent. Yet because the

prosecution history represents an ongoing negotiation
between the PTO and the applicant, rather than the

final product of that negotiation, it often lacks the

clarity of the specification and thus is less useful for

claim construction purposes. See Inverness Med.
Switz. GmbH v. Warner Lambert Co., 309 F.3d 1373,

1380-82 (Fed.Cir.2002) (the ambiguity of the

prosecution history made it less relevant to claim

construction); Athletic Alternatives, Inc. v. Prince
Mfg., Inc., 73 F.3d 1573, 1580 (Fed.Cir.1996) (the

ambiguity of the prosecution history made it

“unhelpful as an interpretive resource” for claim

construction). Nonetheless, the prosecution history
can often inform the meaning of the claim language

by demonstrating how the inventor understood the

invention and whether the inventor limited the

invention in the course of prosecution, making the

claim scope narrower than it would otherwise be.

Vitronics, 90 F.3d at 1582-83; see also Chimie v.
PPG Indus., Inc., 402 F.3d 1371, 1384

(Fed.Cir.2005) ( “The purpose of consulting the

prosecution history in construing a claim is to

‘exclude any interpretation that was disclaimed

during prosecution.’ ”), quoting ZMI Corp. v.
Cardiac Resuscitator Corp., 844 F.2d 1576, 1580

(Fed.Cir.1988); Southwall Techs., Inc. v. Cardinal
IG Co., 54 F.3d 1570, 1576 (Fed.Cir.1995).

C

[13] Although we have emphasized the importance of

intrinsic evidence in claim construction, we have also

authorized district courts to rely on extrinsic

evidence, which “consists of all evidence external to

the patent and prosecution history, including expert

and inventor testimony, dictionaries, and learned

treatises.” Markman, 52 F.3d at 980, citing Seymour
v. Osborne, 78 U.S. (11 Wall.) 516, 546, 20 L.Ed. 33

(1870); see also Vitronics, 90 F.3d at 1583.

However, while extrinsic evidence “can shed useful

light on the relevant art,” we have explained that it is

“less significant than the intrinsic record in

determining ‘the legally operative meaning of claim

language.’ ” C.R. Bard, Inc. v. U.S. Surgical Corp.,
388 F.3d 858, 862 (Fed.Cir.2004), quoting
Vanderlande Indus. Nederland BV v. Int'l Trade
Comm'n, 366 F.3d 1311, 1318 (Fed.Cir.2004); see
also Astrazeneca AB v. Mutual Pharm. Co., 384

F.3d 1333, 1337 (Fed.Cir.2004).

*1318 [14] Within the class of extrinsic evidence, the

court has observed that dictionaries and treatises can

be useful in claim construction. See Renishaw, 158

F.3d at 1250; Rexnord, 274 F.3d at 1344. We have

especially noted the help that technical dictionaries
may provide to a court “to better understand the

underlying technology” and the way in which one of

skill in the art might use the claim terms. Vitronics,
90 F.3d at 1584 n. 6. Because dictionaries, and

especially technical dictionaries, endeavor to collect

the accepted meanings of terms used in various fields

of science and technology, those resources have been

properly recognized as among the many tools that

can assist the court in determining the meaning of

particular terminology to those of skill in the art of

the invention. See Teleflex, Inc. v. Ficosa N. Am.
Corp., 299 F.3d 1313, 1325 (Fed.Cir.2002). Such
evidence, we have held, may be considered if the

court deems it helpful in determining “the true

meaning of language used in the patent claims.”

Markman, 52 F.3d at 980.

[15][16][17] We have also held that extrinsic

evidence in the form of expert testimony can be

useful to a court for a variety of purposes, such as to

provide background on the technology at issue, to

explain how an invention works, to ensure that the

court's understanding of the technical aspects of the
patent is consistent with that of a person of skill in

the art, or to establish that a particular term in the

patent or the prior art has a particular meaning in the

pertinent field. See Pitney Bowes, Inc. v. Hewlett-
Packard Co., 182 F.3d 1298, 1308-09

(Fed.Cir.1999); Key Pharms. v. Hercon Labs. Corp.,
161 F.3d 709, 716 (Fed.Cir.1998). However,

conclusory, unsupported assertions by experts as to

the definition of a claim term are not useful to a

court. Similarly, a court should discount any expert

testimony “that is clearly at odds with the claim

construction mandated by the claims themselves, the
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written description, and the prosecution history, in

other words, with the written record of the patent.”

Key Pharms., 161 F.3d at 716.

We have viewed extrinsic evidence in general as less

reliable than the patent and its prosecution history in

determining how to read claim terms, for several

reasons. First, extrinsic evidence by definition is not

part of the patent and does not have the
specification's virtue of being created at the time of

patent prosecution for the purpose of explaining the

patent's scope and meaning. Second, while claims

are construed as they would be understood by a

hypothetical person of skill in the art, extrinsic

publications may not be written by or for skilled

artisans and therefore may not reflect the

understanding of a skilled artisan in the field of the

patent. Third, extrinsic evidence consisting of expert

reports and testimony is generated at the time of and

for the purpose of litigation and thus can suffer from
bias that is not present in intrinsic evidence. The

effect of that bias can be exacerbated if the expert is

not one of skill in the relevant art or if the expert's

opinion is offered in a form that is not subject to

cross-examination. See Senmed, Inc. v. Richard-
Allan Med. Indus., Inc., 888 F.2d 815, 819 n. 8

(Fed.Cir.1989). Fourth, there is a virtually

unbounded universe of potential extrinsic evidence of

some marginal relevance that could be brought to

bear on any claim construction question. In the

course of litigation, each party will naturally choose

the pieces of extrinsic evidence most favorable to its
cause, leaving the court with the considerable task of

filtering the useful extrinsic evidence from the fluff.

See Daubert v. Merrell Dow Pharms., Inc., 509 U.S.

579, 595, 113 S.Ct. 2786, 125 L.Ed.2d 469 (1993)

(“Expert evidence can be both powerful and quite

misleading because of the difficulty in evaluating

it.”). Finally, *1319 undue reliance on extrinsic

evidence poses the risk that it will be used to change

the meaning of claims in derogation of the

“indisputable public records consisting of the claims,

the specification and the prosecution history,”
thereby undermining the public notice function of

patents. Southwall Techs., 54 F.3d at 1578.

[18][19] In sum, extrinsic evidence may be useful to

the court, but it is unlikely to result in a reliable

interpretation of patent claim scope unless considered

in the context of the intrinsic evidence. Nonetheless,

because extrinsic evidence can help educate the court

regarding the field of the invention and can help the

court determine what a person of ordinary skill in the

art would understand claim terms to mean, it is

permissible for the district court in its sound

discretion to admit and use such evidence. In

exercising that discretion, and in weighing all the

evidence bearing on claim construction, the court

should keep in mind the flaws inherent in each type

of evidence and assess that evidence accordingly.

III

Although the principles outlined above have been

articulated on numerous occasions, some of this

court's cases have suggested a somewhat different

approach to claim construction, in which the court

has given greater emphasis to dictionary definitions

of claim terms and has assigned a less prominent role

to the specification and the prosecution history. The

leading case in this line is Texas Digital Systems, Inc.
v. Telegenix, Inc., 308 F.3d 1193 (Fed.Cir.2002).

A

In Texas Digital, the court noted that “dictionaries,

encyclopedias and treatises are particularly useful

resources to assist the court in determining the

ordinary and customary meanings of claim terms.”

308 F.3d at 1202. Those texts, the court explained,

are “objective resources that serve as reliable sources

of information on the established meanings that

would have been attributed to the terms of the claims

by those of skill in the art,” and they “deserve no less

fealty in the context of claim construction” than in
any other area of law. Id. at 1203. The court added

that because words often have multiple dictionary

meanings, the intrinsic record must be consulted to

determine which of the different possible dictionary

meanings is most consistent with the use of the term

in question by the inventor. If more than one

dictionary definition is consistent with the use of the

words in the intrinsic record, the court stated, “the

claim terms may be construed to encompass all such

consistent meanings.” Id.

The Texas Digital court further explained that the

patent's specification and prosecution history must be

consulted to determine if the patentee has used “the

words [of the claim] in a manner clearly inconsistent

with the ordinary meaning reflected, for example, in

a dictionary definition.” 308 F.3d at 1204. The

court identified two circumstances in which such an

inconsistency may be found. First, the court stated,

“the presumption in favor of a dictionary definition

will be overcome where the patentee, acting as his or

her own lexicographer, has clearly set forth an

explicit definition of the term different from its
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