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Top 3 Things In-House Counsel 
Need to Know in 2020:

1. Online Protection

2. Use of Data in IP

3.  USPTO Update
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2020 E-Commerce Problems

In all, federal agencies intercepted nearly 28,000 shipments 
containing counterfeit goods in 2019.
For all practical purposes, these e-commerce hubs are basically 
laundries for counterfeits,” Peter Navarro, a top trade adviser to 
the White House, said during a Friday-afternoon news 
conference. “The thrust of the recommendation is to get e-
commerce hubs to accept their fair share of the responsibility.”
https://www.washingtonpost.com/business/2020/01/24/trump-
administration-says-it-will-take-aim-online-counterfeits-seeking-
tougher-enforcement/
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Amazon and Counterfeiting?
•Amazon Has a 'Notorious' Counterfeit Problem
•Despite efforts to combat the sale of fakes on its online-selling 
platforms, the matter could still evolve into a significant fiscal 
liability.

•A 2017 estimate suggests the global market for counterfeit 
goods had reached $1.2 trillion, and it takes more than $300 
billion worth of revenue away from brands that have to 
compete with fakes. The U.S. Government of Accountability 
Office found in 2018 that two out of every five products 
purchased online was counterfeit.

•https://www.fool.com/investing/2019/10/12/amazon-has-a-
notorious-counterfeit-problem.aspx



5



6



7



8



9



10



11



12



13



14

Counterfeits – Pittsburgh 
Examples
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What’s your strategy?
• Self reporting
• Third party reporting
• Litigation
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Third Party Reporting
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Third Party Reporting



22

Basis for Litigation

- Trademark Counterfeiting
- Copyright Infringement
- Unfair Competition (Section 43(a))

- Photos whose copyright is unregistered
- Patent Infringement

- Utility Patent
- Design Patent
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Benefits of Litigation

•Slows whack-a-mole counterfeiters

•Ference & Associates has obtained default 
judgments against the counterfeiters and 
infringers exceeding $225 Million Dollars to 
date.
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Judges in the Western District of 
Pennsylvania as of

January 1, 2020

Judge                                    Assigned F&A Counterfeiting Case?

Judge Cathy Bissoon NO
Judge Nora Barry Fischer YES
Judge Marilyn Horan YES
Chief Judge Mark Hornak YES
Judge William Stickman YES
Judge Nicholas Ranjan NO
Robert J. Colville                                            NO

Senior Judges have discretion to turn down assignments for emergency 
relief like restraining orders; Magistrate Judges do not have jurisdiction 
to hear such cases.
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Example Court Order 
Language
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Example Court Order 
Language
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2.  Use of Data in IP
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Use of Data in IP

-Data for USPTO Prosecution
- Examiner
- Art Units
- Prosecution Actions

-Data for Patentees
-Data for Counsel
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Classifiers
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Data on Patentees
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Data on Patentees
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Data on Patentees
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Data on Patentees
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Data on Patentees
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Data on Counsel
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Data on Counsel
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Data on Counsel
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3.  USPTO Update
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USPTO Update

- Patent statistics FY19
- After Final Consideration Pilot 2.0 (AFCP 2.0)
- Subject Matter Eligibility (Section 101)
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Section 101
James Ritty, Saloon Keeper
Dayton, Ohio
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Section 101
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Section 101
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Section
101
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Examiner Application

Changes the game

Makes no difference
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Questions
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